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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the Matter of: 
Application Serial No. 86715985 
Published in the Official Gazette 
August 5, 2015  
 
HRHH IP, LLC      
        
   Opposer,    Opposition No. 91229467 
        
  v.      Serial No. 86715985 

 
VICE VERSA RECORDS, LLC     
        
   Applicant.    
 
 

APPLICANT’S MOTION FOR JUDGMENT ON THE PLEADINGS  
 
           Applicant, Vice Versa Records, LLC, by and through its undersigned counsel, respectfully moves 

this Board for judgment on the pleadings pursuant to Fed. R. Civ. P. 12(c).  In support of this Motion, 

Applicant states as follows:  

 1. Opposer has brought this Opposition based on an alleged but unfounded and 

unsupportable likelihood of confusion claim as well as an alleged but unfounded and unsupportable 

likelihood of dilution claim. 

 2. Applicant moves for judgment in its favor on all grounds of Opposers’s Opposition under 

Federal Rule of Civil Procedure 12(c). 

 3. Applicant is entitled to judgment on all grounds because Applicant uses a mark entirely 

different and distinguishable from Opposer’s marks, there are far too many similar coexisting 

registrations (many much more similar to Opposer’s mark), and because Opposer has explicitly admitted 

to consumers’ ability to distinguish between similar “VINYL”-based marks.    
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 WHEREFORE, for the foregoing reasons and reasons set forth in the accompanying 

Memorandum of Law, Applicant respectfully request that this Board grant its Motion for Judgment on 

the Pleadings. 

        Respectfully submitted, 

Date: September 14, 2016                 /s/ Matthew R. Grothouse 
  Matthew R. Grothouse 
  Saper Law Offices, LLC 
  505 N. LaSalle Suite 350 
  Chicago, Illinois 60654 
  Attorney No. 6314834 
  matt@saperlaw.com  
  (312) 527-4100 
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CERTIFICATE OF SERVICE 

I hereby certify that the foregoing MOTION FOR JUDGMENT ON THE PLEADINGS was served on 
Counsel for Opposer via electronic mail to the email addresses below: 

 
Jill M. Pietrini 

jpietrini@sheppardmullin.com 
Benjamin O. Aigboboh 

baigboboh@sheppardmullin.com 
SHEPPARD MULLIN RICHTER & HAMPTON LLP  

1901 Avenue of the Stars, Suite 1600 
Los Angeles, California 90067-6017 

(310) 228-3700 
 
Date: September 14, 2016      By: Matthew R. Grothouse 
         Matthew R. Grothouse  
         Saper Law Offices, LLC 
         505 N. LaSalle Suite 350 
         Chicago, Illinois 60654 
                (312) 527-4100 
         matt@saperlaw.com 
 

 

 

http://sheppardmullin.com/
mailto:baigboboh@sheppardmullin.com


IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the Matter of: 
Application Serial No. 86715985 
Published in the Official Gazette 
August 5, 2015  
 
HRHH IP, LLC      
        
   Opposer,    Opposition No. 91229467 
        
  v.      Serial No. 86715985 

 
VICE VERSA RECORDS, LLC     
        
   Applicant.    
 
 

MEMORANDUM OF LAW IN SUPPORT OF APPLICANT’S MOTION  
FOR JUDGMENT ON THE PLEADINGS  

 
           Defendants, Vice Versa Records, LLC, by and through its undersigned counsel, and in support of 

its Motion for Judgment on the Pleadings, hereby states as follows: 

BACKGROUND FACTS 

On August 5, 2015, Vice Versa Records, LLC (“Applicant”) filed under Sections 1(a) and 44 (e) 

of the Trademark Act an application to register the mark VINYL FOR A CAUSE & Design (Serial No. 

77518568) for “[e]ntertainment services in the nature of recording, production, and post-production 

services in the field of music.”  A copy of Applicant’s application is attached as Exhibit A. 

 On August 10, 2016, Opposer—owner of registrations VINYL (Reg. No. 4897330), VINYL 

LAS VEGAS (Reg. 4891535), and VINYL LAS VEGAS (Reg. 4897331)—filed a Notice of Opposition 

against Applicant’s application. A copy of the Notice of Opposition is attached as Exhibit B. On 

September 13th, 2016, Applicant filed an Answer to Opposer’s Notice of Opposition. A copy of 

Applicant’s answer is attached as Exhibit C. 
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ARGUMENTS 

There are no legal grounds for Opposer’s Opposition as there is no plausible likelihood of 

confusion or dilution between Opposer’s marks and Applicant’s applied-for mark.  Several federally 

registered marks much more similar to Opposer’s mark peacefully co-exist in the marketplace (many 

well-before Opposer’s registrations) and Opposer has no plausible ground to oppose Applicant’s mark in 

light of the distinctive differences between its marks and Applicant’s mark, the numerous other similar 

registrations, and in light of its own admissions.   

I. General Legal Standard  

 Rule 12(c) provides that “[a]fter the pleadings are closed—but early enough not to delay trial—a 

party may move for judgment on the pleadings.”  Fed. R. Civ. P. 12(c).  A Rule 12(c) motion is 

reviewed under the same standard as a Rule 12(b)(6) motion to dismiss for failure to state a claim.  Cary 

v. United States, 552 F.3d 1373, 1376 (Fed. Cir. 2009).  Although in ruling on a motion for judgment on 

the pleadings, a court must view all facts in the “light most favorable to the non-moving party,” In 

Lloyd's Food Products Inc. v. Eli’s Inc., 987 F.2d 766, 2027 (Fed. Cir.1993), it is “appropriate for a 

district court to ‘grant the motion if it is beyond doubt that the non-movant can plead no facts that would 

support his claim for relief.’”  In Hamlet v. United States, 873, F.2d 1414, 1416, (Fed.Cir.1989); Cary, 

552 F.3d at 1376 (stating that to survive a motion for judgment on the pleadings, a complaint “must 

allege facts ‘plausibly suggesting (not merely consistent with)’ a showing of entitlement to relief.”). 

 A motion for judgment on the pleadings is decided on the pleadings alone, which includes “the 

complaint, the answer, and any written instruments attached as exhibits.”  Fed. R. Civ. P. 12(c).  

However, a court can also consider any facts of which it may properly take judicial notice.  B.V.D. 

Licensing Corp. v. Body Action Design, Inc., 846 F.2d 727, 728 (Fed. Cir. 1988).  “A court may take 

judicial notice of facts that are (1) not subject to reasonable dispute and (2) either generally known 



3 
 

within the territorial jurisdiction or capable of accurate and ready determination through sources whose 

accuracy cannot be questioned.”  Myers Investigative & Sec. Servs., Inc. v. United States, 47 Fed. Cl. 

288, 297 (2000). 

II. There is No Material Issue of Fact or Plausible Claim as to a Likelihood of 
 Confusion  
 
 To establish a likelihood of confusion, the opposer must establish that (1) its mark is protectable, 

and (2) the applicant’s use of the mark is likely to cause confusion among consumers.  Coach Servs., 

Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1366 (Fed. Cir. 2012). 

 To determine the likelihood of confusion, the Board considers the “relevant” DuPont factors.  In 

re St. Helena Hosp., 774 F.3d 747, 750 (Fed. Cir. 2014); In re Viterra, Inc., 671 F.3d 1358, 1361 

(Fed.Cir.2012) (“Not all of the DuPont factors are relevant to every case, and only factors of 

significance to the particular mark need be considered.” (quoting In re Mighty Leaf Tea, 601 F.3d 1342, 

1346 (Fed.Cir.2010))).  The most important factors in this case are the similarity and dissimilarity 

between the marks, the similarity and dissimilarity of the services, third party use of the mark, and 

consumer sophistication.  See e.g., Hewlett-Packard Co. v. Packard Press, Inc., 281 F.3d 1261, 1265 

(Fed. Cir. 2002). 

 Assuming without admitting that Opposer’s marks are protectable, there is no genuine issue of 

material facts or plausible claim as to a likelihood of confusion between Opposer’s registered marks and 

Applicant’s applied-for mark. 

 A. The Marks at Issue are Plainly Dissimilar  

 Applicant’s mark is distinguishably different from the Opposer’s registered marks in sight, 

sound, and commercial impression.  See Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356 

(Fed. Cir. 2012); In re Sears, Roebuck & Co., 2 U.S.P.Q.2d 1312, 1314 (T.T.A.B.1987). 
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  1. Visual Appearance 

 Opposer owns and has cited three registrations as the basis for its opposition: VINYL (Reg. No. 

4897330), VINYL LAS VEGAS (Reg. 4891535), and VINYL LAS VEGAS (Reg. 4897331).   

                                  

 

 Applicant is applying for the mark VINYL FOR A CAUSE & Design.  

 

 Whereas Opposer’s marks primarily if not exclusively consist of the word “VINYL,” 

Applicant’s mark boasts an extremely unique and dominant design.  As is readily concluded upon even 

the most cursory inspection of the marks, Applicant’s unique and dominant design sufficiently 

distinguishes it from the Opposer’s registrations.  See In Re White Rock Distilleries Inc., 92 U.S.P.Q.2d 

1282 (TTAB 2009) (finding no confusion between VOLTA and TERZA VOLTA, both used in 

connection with alcoholic beverages, due in large part to the prominent design differences between the 

marks).   

 Applicant’s use of the word “VINYL,” moreover, is part of a unitary phrase that is perceived and 

understood as one phrase and concept.  See Dena Corp. v. Belvedere Int’l, Inc., 950 F.2d 1555, 1560 

(Fed. Cir. 1991) (“A unitary mark . . .  an inseparable whole.”).  Therefore, not only do the additional 
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words sufficiently distinguish Applicant’s mark from Opposer’s marks, see Citigroup Inc. v. Capital 

City Bank Group, Inc., 637 F.3d 1344, 1356, 98 USPQ2d 1253, 1261 (Fed. Cir. 2011) (affirming 

TTAB’s holding that CAPITAL CITY BANK marks for banking and financial services and CITIBANK 

marks for banking and financial services are not likely cause confusion); Shen Mfg. Co. v. Ritz Hotel 

Ltd., 393 F.3d 1238, 1245, 73 USPQ2d 1350, 1356-57 (Fed. Cir. 2004) (reversing TTAB’s holding that 

contemporaneous use of THE RITZ KIDS for clothing items (including gloves) and RITZ for various 

kitchen textiles (including barbeque mitts) is likely to cause confusion, because, inter alia, THE RITZ 

KIDS creates a different commercial impression), but Applicant’s use of the mutual term “VINYL” 

within a unique and unitary phrase sufficiently distinguishes it from Opposer’s marks.  See Murray 

Corp. of American v. Red Spot Paint & Varnish Co., 280 F.2d 158, 161 (C.C.P.A. 1960) (“[A]lthough 

appellee’s mark embodies appellant’s entire mark, when consideration those marks in their entireties . . . 

we are of the opinon that the likelihood of confusion, mistake or deception contemplated by Section 2(d) 

of the Lanham Act does not exists.”).  

 In short, Applicant’s unique and distinguishing design, Applicant’s additional wording, and 

Applicant’s unitary phrase sufficiently distinguishes its mark from Opposer’s mark in visual appearance.  

This is especially true given there are so many other marks in the same Class for nearly identical 

services that share the same visual similarities.  See Applicant’s Answer, Exhibit A.  
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  2. Sound  

 Applicant’s mark consists of five syllables; the Opposer’s main mark (“VINYL”) consists of one 

syllable. Consumers are likely to readily distinguish between one word and a five-syllable phrase.  

Opposer’s other two marks are even more distinguishable as they include the auditory expression “Las 

Vegas.”  

  3. Commercial Impression  

 Applicant’s mark has a unique commercial impression that consists of the Chicago skyline and 

the concept of charity (signaled by the phrase “for a cause”).  This is in stark contrast to Opposer’s 

marks, which emphasize Las Vegas and have no charitable commercial impression whatsoever.  

 Accordingly, Applicant’s mark is entirely different and distinguishable from Opposer’s mark in 

appearance, sound, and commercial impression.  See generally Coach Servs., Inc. v. Triumph Learning 

LLC, 668 F.3d 1356 (Fed. Cir. 2012); In re Sears, Roebuck & Co., 2 U.S.P.Q.2d 1312, 1314 

(T.T.A.B.1987). 

 B. The Services at Issue are Dissimilar  

 Opposer offers the following services under its VINYL mark: “Arranging and conducting of 

concerts; concert booking; entertainment services, namely, live musical performances, comedy 

performances, and theatrical performances; provision of information relating to live performances, road 

shows, live stage events, theatrical performances, live music concerts and audience participation in such 

events; entertainment services, namely, conducting contests; nightclub services.”  The focus is on 

performances (whether musical or comedic).  Most importantly, Opposer’s services are based on a 

venue.   

 As Opposer noted in its August 19, 2015 Office action response, Opposer’s live music 

performances are provided through other entertainers who “book at Applicant’s VINYL venue . . .[t]he 
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relevant consumers understand that the venue is called VINYL . . . .”  See Applicant’s Answer, Exhibit 

B, Pages 6-7.  Opposer offers the same services under its VINYL LAS VEGAS & Design marks, as well 

as “promoting, marketing, and advertising live musical performances and theatrical performances of 

others” services.  

 In contrast, Applicant offers the following services under its mark: “Entertainment services in the 

nature of recording, production, and post-production services in the field of music.”  See Exhibit A. 

Applicant organizes and provides for the recording, production, and post-production of music for artists 

who are interested in covering one another’s’ songs on a vinyl record, the proceeds of which are donated 

to a charity of the artists’ choice.  The focus of the services is on the recording and production of music, 

not the hosting of events and performances at a venue.  Simply, put, the services offered under 

Applicant’s mark are markedly different than the services offered under Opposer’s marks.  

 Additionally, the services offered under VINYL SOUL (Reg. No. 4091396) [“Entertainment, 

namely, live performances by a music band], VINYL PRESERVATION SOCEITY (Reg. No. 3748188) 

[“Arranging, organizing, conduction, and hosting social entertainment social events . . . .”], VINYL 

CAFÉ (Reg. No. 3394792)[“Entertainment in the nature of live variety performances”], VINYL 

PINUPS (Reg. No. 4158351)[“Entertainment services in the nature of live music performances”], and 

VINYL FLASHBACK (Reg. 4563623)[“Entertainment services in the nature of live musical 

performances”], are far more similar to the services offered under Opposer’s marks than Applicant’s 

services.  See Applicant’s Answer, Exhibit A. 

 C. Third Party Use of the Mark and Similar Marks is Legion 

 In addition to the hundreds of registered marks that incorporate the term “VINYL,” there are 

numerous registered marks that begin with the term “VINYL” for services in Class 41.  See Applicant’s 

Answer, Exhibit A; see also Applicant’s Answer, Exhibit B (exhibits attached to response). 
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 Many of these registrations, moreover, were registered well before Opposer registered its three 

marks.  In fact, Opposer initially had trouble registering its VINYL mark because of other registered 

VINYL-based marks—namely, VINYL SOUL (Reg. No. 4158351).   However, Opposer argued before 

the USPTO that since several other registrations that incorporated the term “VINYL” in Class 41 

coexisted with VINYL SOUL, Opposer’s VINYL should be able to coexist as well.   See Applicant’s 

Answer, Exhibit B, Page 8.  The USPTO trademark examiner ultimately allowed Opposer’s mark to 

register based on such arguments.  It is beyond bewildering why Opposer is now arguing that Applicant 

cannot coexist for using a mark much more distinguishable in connection with services that are far 

different.  

  D. Sophisticated Consumers Can Distinguish Between the Marks 

 Sophisticated consumers, as well as circumstances suggesting care in purchasing, tend to 

minimize the likelihood of confusion. See, e.g., In re N.A.D., Inc., 754 F.2d 996, 999-1000, 224 USPQ 

969, 971 (Fed. Cir. 1985) (concluding that, because only sophisticated purchasers exercising great care 

would purchase the relevant goods, there would be no likelihood of confusion merely because of the 

similarity between the marks NARCO and NARKOMED); In re Homeland Vinyl Prods., Inc., 81 

USPQ2d 1378, 1380, 1383 (TTAB 2006).  

 In this particular case, consumers of Applicant’s services are bands and other music artists who 

must enter into a contract, choose to cover and collaborate with another music artist, choose a charity, 

coordinate recording studio time, and then actually record and thereafter produce music at the studio.  

The consumer’s initial interest and ultimate decision to use Applicant’s services is extremely deliberate 

and not the least bit impulsive. Such care-based purchasing conditions further minimize any possible 

likelihood of confusion.    



9 
 

 Additionally, in its August 19, 2015 Office action response, Opposer argued that consumers are 

“savvy enough” to distinguish between different VINYL marks and that the “purchasing conditions 

weigh in favor” of discerning consumers.  See Applicant’s Answer, Exhibit B, Pages 7.  Applicant 

agrees with Opposer’s conclusions.  

 The sophistication of consumers and the condition of care in which those consumers make 

purchases in this particular commercial space is especially evident where so many similar registrations 

peacefully coexist in the marketplace.  See General Mills Inc. v. Health Valley Foods, 24 U.S.P.Q.2d 

1270, 1278 (T.T.A.B.1992) (noting that the widespread use of the term “fiber” on cereal and food 

products suggests that customers are accustomed to distinguishing between different FIBER marks, even 

on the basis of small differences).  Accordingly, the sophistication of the consumers and the care-heavy 

purchasing conditions present in this commercial market (which Opposer has admitted to being present) 

support no likelihood of confusion between these distinctly different marks.  

 There is no genuine issue of material fact or plausible claim as to a likelihood of confusion 

between Opposer’s registered marks and Applicant’s applied-for mark.  The marks are plainly different 

in appearance, sound, and commercial impression; the services offered under the marks are sufficiently 

dissimilar; there is widespread third party use of the mutual term VINYL; and, the sophistication of the 

consumers (along with the care-driven purchasing conditions), make it clear as a matter of law that there 

is no likelihood of confusion between Opposer’s marks and Applicant’s applied-for mark.  

III. There is No Material Issue of Fact or Plausible Claim as to a Likelihood of 
 Dilution   
 
 “[T]o prevail on a dilution claim under the TDRA, a plaintiff must show that: (1) it owns a 

famous mark that is distinctive; (2) the defendant is using a mark in commerce that allegedly dilutes the 

plaintiff's famous mark; (3) the defendant’s use of its mark began after the plaintiff’s mark became 
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famous; and (4) the defendant’s use of its mark is likely to cause dilution by blurring or by tarnishment.”  

Coach Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1372 (Fed. Cir. 2012).   

 In addition to the fact that Oppposer’s claim that its mark is famous is not plausible, Applicant’s 

mark is simply too different from Opposer’s mark to cause dilution even if Opposer’s mark was famous.  

 A. Opposer Has No Plausible Ground to Assert that Its Mark is Famous 

 A threshold question in a federal dilution claim is whether the mark at issue is “famous.”  Coach 

Servs., Inc. v. Triumph Learning LLC, 668 F.3d 1356, 1372 (Fed. Cir. 2012).  Under the TDRA, a mark 

is famous if it “is widely recognized by the general consuming public of the United States as a 

designation of source of the goods or services of the mark’s owner.”  Id. (quoting 15 U.S.C. § 

1125(c)(2)(A)).  By using the “general consuming public” as the benchmark, the TDRA eliminated the 

possibility of “niche fame,” which some courts had recognized under the previous version of the statute. 

See Top Tobacco, LP v. N. Atl. Operating Co., 509 F.3d 380, 384 (7th Cir.2007) (noting that the 

reference to the general public “eliminated any possibility of ‘niche fame,’ which some courts had 

recognized before the amendment”).  

 It is well-established that dilution fame is difficult to prove.  See Toro Co. v. ToroHead Inc., 61 

U.S.P.Q.2d 1164, 1180 (T.T.A.B.2001) (“Fame for dilution purposes is difficult to prove.”); Everest 

Capital, Ltd. v. Everest Funds Mgmt. LLC, 393 F.3d 755, 763 (8th Cir.2005) (“The judicial consensus is 

that ‘famous’ is a rigorous standard.”); see also 4 McCarthy, § 24:104 at 24–286, 24–293 (noting that 

fame for dilution is “a difficult and demanding requirement” and that, although “all ‘trademarks’ are 

‘distinctive’—very few are ‘famous’”).  This is particularly true where, as here, the mark is a common 

English word that has different meanings in different contexts.  Coach, 668 F.3d at 1373.  

 Here, Opposer just began using its marks four years ago.  It cannot plausibly meet the high bar of 

dilution fame.  Its marks are not used in connection with a good or service that is particularly viral or 
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prone to establishing quick fame (such as a popular television show or popular Christmas gift).  Before 

this Opposition, Applicant, Applicant’s counsel (and likely every individual on this TTAB panel) never 

heard of Opposer’s marks.  Additionally, there are several registered marks that use the term “VINYL” 

in connection with services offered under Class 41 so establishing “fame” in the term “VINYL” would 

be highly improbably if not impossible.  Simply put, Opposer has no plausible basis to claim any of its 

marks are famous.   

 A. The Differences Between the Marks Makes a Likelihood of Dilution Implausible 

 Applicant’s mark is sufficiently dissimilar to Opposer’s marks—particularly in light of the other 

more similar registered marks—that no likelihood of confusion is plausible.   

 In determining whether a mark or trade name is likely to cause dilution by blurring, the court 

may consider all relevant factors, including the following: (i) The degree of similarity between the mark 

or trade name and the famous mark, (ii) The degree of inherent or acquired distinctiveness of the famous 

mark, (iii) The extent to which the owner of the famous mark is engaging in substantially exclusive use 

of the mark, (iv) The degree of recognition of the famous mark, (v) Whether the user of the mark or 

trade name intended to create an association with the famous mark, and (vi) Any actual association 

between the mark or trade name and the famous mark.  Nike Inc. v. Maher, 100 USPQ2d 1018 (TTAB 

2011).  The dipositive factors in this case are (i) The degree of similarity between the mark or trade 

name and the famous mark and (iii) The extent to which the owner of the famous mark is engaging in 

substantially exclusive use of the mark.  

 Here, the marks at issue are sufficiently dissimilar and a sufficient number of third parties use the 

term “VINYL” in connection with virtually identical services that there is no plausible likelihood of 

dilution.  

 



12 
 

  1. Dissimilarity of the Marks 

 “[A]n important question in a dilution case is whether the two involved marks are sufficiently 

similar to trigger consumers to conjure up a famous mark when confronted with the second mark.”  Nike 

Inc. v. Maher, 100 USPQ2d 1018 (TTAB 2011).  In determining the similarity or dissimilarity of the 

marks, the Board “use[s] the same test as for determining the similarity or dissimilarity of the marks in 

the likelihood of confusion analysis, that is, the similarity or dissimilarity of the marks in their entireties 

as to appearance, sound, connotation and commercial impression.” Coach, 96 USPQ2d at 1613.  For the 

same reasons listed above, Applicant’s mark is not similar to Opposer’s marks in appearance, sound, 

connotation and commercial impression. Thus, this factor demonstrates no likelihood of dilution. 

  2. Third Party Registrations Demonstrate Applicant’s Use of the Term “VINYL” is  
   Distinguishable 
 
 The existence of numerous active registrations demonstrates that the term “VINYL” is a 

commonly registered element such that a mark incorporating the term but with additional wording and 

design elements would be distinguishable from Opposer’s mark.  See Nike Inc. v. Maher, 100 USPQ2d 

1018 (TTAB 2011) (citing Spoons Restaurants Inc. v. Morrison Inc., 23 USPQ2d 1735, 1740 (TTAB 

1991), aff'd unpub’d, No. 92-1086 (Fed. Cir. June 5, 1992)).   

 Applicant’s mark at issue is sufficiently dissimilar from Opposer’s mark, and there is a critical 

mass of third parties using the term “VINYL” in connection with virtually identical services, that there 

is no plausible likelihood of dilution. 

CONCLUSION 

There is no material issue of fact or plausible claim as to the likelihood of confusion of dilution in 

this case.  Numerous registrations (some before and some after) Opposer’s registered marks are far more 

similar to Opposer’s registration (based on both the similarity of the marks and the serviced offered 

thereunder) than Applicant’s unique and distinctive four-letter design mark.  Indeed, Opposer (along 
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with the same attorney that brought this Oppositon), supported the very arguments Applicant makes 

today in an Office action response submitted just last year.  Opposer knows very well that its Opposition 

is groundless.   

 Because Applicant is entitled to judgment as a matter of law on all grounds of the Opposition, 

Applicant respectfully requests that the Board enter judgement on the pleadings in favor of Applicant 

VVR.  See Red Bull Gmbh, 91204861, 2014 WL 11030991, at *4 (Aug. 19, 2014) (granting Applicant’s 

motion for judgment on the pleadings and dismissing Opposition).  

       Respectful submitted,  

September 14, 2016     By: /s/ Matthew R. Grothouse  
       Matthew R. Grothouse  
       Saper Law Offices, LLC 
       505 N. LaSalle Suite 350 
       Chicago, Illinois 60654 
              (312) 527-4100 
       matt@saperlaw.com 
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CERTIFICATE OF SERVICE 

I hereby certify that the foregoing MEMORANDUM OF LAW IN SUPPORT OF APPLICANT’S 
MOTION FOR JUDGMENT ON THE PLEADINGS was served on Counsel for Opposer via electronic 
mail to the email addresses below: 

 
Jill M. Pietrini 

jpietrini@sheppardmullin.com 
Benjamin O. Aigboboh 

baigboboh@sheppardmullin.com 
SHEPPARD MULLIN RICHTER & HAMPTON LLP  

1901 Avenue of the Stars, Suite 1600 
Los Angeles, California 90067-6017 

(310) 228-3700 
 
Date: September 14, 2016      By: Matthew R. Grothouse 
         Matthew R. Grothouse  
         Saper Law Offices, LLC 
         505 N. LaSalle Suite 350 
         Chicago, Illinois 60654 
                (312) 527-4100 
         matt@saperlaw.com 
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EXHIBIT A 
 

OPPOSITION NO. 91229467 

APPLICANT VICE VERSA RECORDS, LLC 



PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 02/28/2018)

Trademark/Service Mark Application, Principal Register

Serial Number: 86715985

Filing Date: 08/05/2015

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 86715985

MARK INFORMATION

*MARK
\\TICRS\EXPORT16\IMAGEOUT
16\867\159\86715985\xml1\ RFA0002.JPG

SPECIAL FORM YES

USPTO-GENERATED IMAGE NO

LITERAL ELEMENT VINYL FOR A CAUSE

COLOR MARK NO

*DESCRIPTION OF THE MARK

(and Color Location, if applicable)

The mark consists of Five concentric circles depicting a vinyl
record with a mirror image of the city of Chicago in the middle
of the circle along with the phrase "Vinyl For A Cause".

PIXEL COUNT ACCEPTABLE NO

PIXEL COUNT 240 x 240

REGISTER Principal

APPLICANT INFORMATION

*OWNER OF MARK Vice Versa Records, LLC

*STREET 531 Leclaire Avenue

*CITY Wilmette

*STATE

(Required for U.S. applicants)
Illinois

*COUNTRY United States

*ZIP/POSTAL CODE

(Required for U.S. applicants)
60091

LEGAL ENTITY INFORMATION

TYPE limited liability company

STATE/COUNTRY WHERE LEGALLY ORGANIZED Illinois

GOODS AND/OR SERVICES AND BASIS INFORMATION

INTERNATIONAL CLASS 041 

*IDENTIFICATION
Entertainment services in the nature of recording, production,
and post-production services in the field of music

FILING BASIS SECTION 1(b)

ATTORNEY INFORMATION

NAME Daliah Saper

../RFA0002.JPG
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FIRM NAME Saper Law Offices

STREET 505 N. LaSalle St., Suite 350

CITY Chicago

STATE Illinois

COUNTRY United States

ZIP/POSTAL CODE 60654

PHONE 3125274100

EMAIL ADDRESS ds@saperlaw.com

AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

OTHER APPOINTED ATTORNEY Matt Grothouse

CORRESPONDENCE INFORMATION

NAME Daliah Saper

FIRM NAME Saper Law Offices

STREET 505 N. LaSalle St., Suite 350

CITY Chicago

STATE Illinois

COUNTRY United States

ZIP/POSTAL CODE 60654

PHONE 3125274100

*EMAIL ADDRESS ds@saperlaw.com;trademark@saperlaw.com

*AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

FEE INFORMATION

APPLICATION FILING OPTION TEAS RF

NUMBER OF CLASSES 1

FEE PER CLASS 275

*TOTAL FEE DUE 275

*TOTAL FEE PAID 275

SIGNATURE INFORMATION

SIGNATURE /Adam Victorn/

SIGNATORY'S NAME Adam Victorn

SIGNATORY'S POSITION Co-Owner

SIGNATORY'S PHONE NUMBER (847) 648-6868

DATE SIGNED 08/05/2015



PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 02/28/2018)

Trademark/Service Mark Application, Principal Register

Serial Number: 86715985

Filing Date: 08/05/2015

To the Commissioner for Trademarks:

MARK: VINYL FOR A CAUSE (stylized and/or with design, see mark)

The literal element of the mark consists of VINYL FOR A CAUSE.
The applicant is not claiming color as a feature of the mark. The mark consists of Five concentric circles depicting a vinyl record with a mirror
image of the city of Chicago in the middle of the circle along with the phrase "Vinyl For A Cause".
The applicant, Vice Versa Records, LLC, a limited liability company legally organized under the laws of Illinois, having an address of
      531 Leclaire Avenue
      Wilmette, Illinois 60091
      United States

requests registration of the trademark/service mark identified above in the United States Patent and Trademark Office on the Principal Register
established by the Act of July 5, 1946 (15 U.S.C. Section 1051 et seq.), as amended, for the following:

       International Class 041:  Entertainment services in the nature of recording, production, and post-production services in the field of music
Intent to Use: The applicant has a bona fide intention, and is entitled, to use the mark in commerce on or in connection with the identified
goods/services.

The applicant's current Attorney Information:
      Daliah Saper and Matt Grothouse of Saper Law Offices
      505 N. LaSalle St., Suite 350
      Chicago, Illinois 60654
      United States

The applicant's current Correspondence Information:

      Daliah Saper

      Saper Law Offices

      505 N. LaSalle St., Suite 350

      Chicago, Illinois 60654

      3125274100(phone)

      ds@saperlaw.com;trademark@saperlaw.com (authorized)
E-mail Authorization: I authorize the USPTO to send e-mail correspondence concerning the application to the applicant or applicant's attorney
at the e-mail address provided above. I understand that a valid e-mail address must be maintained and that the applicant or the applicant's
attorney must file the relevant subsequent application-related submissions via the Trademark Electronic Application System (TEAS). Failure to
do so will result in an additional processing fee of $50 per international class of goods/services.

A fee payment in the amount of $275 has been submitted with the application, representing payment for 1 class(es).

Declaration

The signatory believes that: if the applicant is filing the application under 15 U.S.C. § 1051(a), the applicant is the owner of the
trademark/service mark sought to be registered; the applicant is using the mark in commerce on or in connection with the goods/services in the
application; the specimen(s) shows the mark as used on or in connection with the goods/services in the application; and/or if the applicant filed
an application under 15 U.S.C. § 1051(b), § 1126(d), and/or § 1126(e), the applicant is entitled to use the mark in commerce; the applicant has a
bona fide intention, and is entitled, to use the mark in commerce on or in connection with the goods/services in the application. The signatory
believes that to the best of the signatory's knowledge and belief, no other persons, except, if applicable, concurrent users, have the right to use the
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mark in commerce, either in the identical form or in such near resemblance as to be likely, when used on or in connection with the goods/services
of such other persons, to cause confusion or mistake, or to deceive. The signatory being warned that willful false statements and the like are
punishable by fine or imprisonment, or both, under 18 U.S.C. § 1001, and that such willful false statements and the like may jeopardize the
validity of the application or any registration resulting therefrom, declares that all statements made of his/her own knowledge are true and all
statements made on information and belief are believed to be true.

Declaration Signature

Signature: /Adam Victorn/   Date: 08/05/2015
Signatory's Name: Adam Victorn
Signatory's Position: Co-Owner
RAM Sale Number: 86715985
RAM Accounting Date: 08/06/2015

Serial Number: 86715985
Internet Transmission Date: Wed Aug 05 18:24:14 EDT 2015
TEAS Stamp: USPTO/BAS-XXX.XXX.XX.XXX-201508051824145
22264-86715985-54051f7d2991845e4fae8779f
f9d695ed7847a2db876649bfabe2f40712613e31
a-CC-4730-20150805164235107145





 

 

EXHIBIT B 
 

OPPOSITION NO. 91229467 

APPLICANT VICE VERSA RECORDS, LLC 



Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA763762

Filing date: 08/10/2016

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name HRHH IP, LLC

Granted to Date
of previous ex-
tension

08/10/2016

Address 200 Vesey Street, 11th Floor Three World Financial Center
New York, NY 10281-1021
UNITED STATES

Attorney informa-
tion

Jill M. Pietrini, Esq.
Sheppard Mullin Richter & Hampton LLP
1901 Avenue of the Stars, Suite 1600
Los Angeles, CA 90067
UNITED STATES
jpietrini@smrh.com, baigboboh@smrh.com, pbost@smrh.com,
shwang@smrh.com, mdanner@smrh.com, rwalsh@smrh.com

Applicant Information

Application No 86715985 Publication date 04/12/2016

Opposition Filing
Date

08/10/2016 Opposition Peri-
od Ends

08/10/2016

Applicant Vice Versa Records, LLC
531 Leclaire Avenue
Wilmette, IL 60091
UNITED STATES

Goods/Services Affected by Opposition

Class 041. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Entertainment services in the nature ofre-
cording, production, and post-production services in the field of music

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Dilution by blurring Trademark Act Sections 2 and 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

4897330 Application Date 12/06/2014

Registration Date 02/09/2016 Foreign Priority
Date

NONE

Word Mark VINYL

http://estta.uspto.gov


Design Mark

Description of
Mark

NONE

Goods/Services Class 041. First use: First Use: 2012/08/24 First Use In Commerce: 2012/08/24

Arranging and conducting of concerts; concert booking; entertainment services,
namely, live musical performances, comedy performances, and theatrical per-
formances; provision of information relating to live performances, road shows,
live stage events, theatrical performances, live music concerts and audience
participation in such events; entertainment services, namely, conducting con-
tests; nightclub services

U.S. Registration
No.

4891535 Application Date 12/06/2014

Registration Date 01/26/2016 Foreign Priority
Date

NONE

Word Mark VINYL LAS VEGAS

Design Mark

Description of
Mark

The mark consists of "VINYL LAS VEGAS" within the shape of a circle.

Goods/Services Class 035. First use: First Use: 2012/08/24 First Use In Commerce: 2012/08/24

Promoting, marketing, and advertising live musical performances and theatrical
performances of others

U.S. Registration 4897331 Application Date 12/06/2014



No.

Registration Date 02/09/2016 Foreign Priority
Date

NONE

Word Mark VINYL LAS VEGAS

Design Mark

Description of
Mark

The mark consists of "VINYL LAS VEGAS" within the shape of a circle.

Goods/Services Class 041. First use: First Use: 2012/08/24 First Use In Commerce: 2012/08/24

Arranging and conducting of concerts; concert booking; entertainment services,
namely, live musical performances, comedy performances, and theatrical per-
formances; provision of information relating to live performances, road shows,
live stage events, theatrical performances, live music concerts and audience
participation in such events; entertainment services, namely, conducting con-
tests; nightclub services

Attachments 86473372#TMSN.png( bytes )
86473374#TMSN.png( bytes )
86473375#TMSN.png( bytes )
Notice of Opposition to Vice Versa Records LLC - VINYL FOR A CAUSE Design
in Class 41 - Sn.86-715.pdf(49782 bytes )
Exhibit A to VINYL Opposition.pdf(1156737 bytes )
Exhibit B to Notice of Opposition - VINYL.pdf(1963621 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Jill M. Pietrini/

Name Jill M. Pietrini, Esq.

Date 08/10/2016





Docket No.  33AF-172526-235 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In re Matter of Application No. 86/715,985 for the 

mark:  VINYL FOR A CAUSE & Design in 
Class 41 
 
 
HRHH IP, LLC 
 
  Opposer, 
 
 vs. 
 
Vice Versa Records, LLC, 
 
  Applicant. 

 
 
 
Opposition No.  ________________ 
 
NOTICE OF OPPOSITION 
 

 
Commissioner for Trademarks 
ATTN:  Trademark Trial and Appeal Board 
P.O. Box 1451 
Alexandria, Virginia  22313-1451 

Dear Commissioner: 

Opposer, HRHH IP, LLC, a Delaware limited liability company, having its principal 

place of business at Three World Financial Center, 200 Vesey Street, 11th Floor, New York, 

New York  10281-1021 (“Opposer”), believes that it will be harmed by the registration of the 

mark VINYL FOR A CAUSE & Design, as shown in U.S. Application Serial No. 86/715,985 in 

Class 41 (the “Application”), and hereby opposes its registration on the following grounds:  

FACTUAL BACKGROUND REGARDING OPPOSER’S VINYL MARKS 

1. Opposer is the entity responsible for operating the highly-successful live 

performance venue Vinyl Las Vegas at the Hard Rock Hotel & Casino Las Vegas in Las Vegas, 

Nevada.  Attached hereto as Exhibit A are true and correct printouts from Opposer’s website at 

the domain <www.hardrockhotel.com> about Opposer and Vinyl Las Vegas.   
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2. Opposer owns three federal trademark registrations of marks containing VINYL 

(“the VINYL Marks”).  Attached as Exhibit B are true and correct printouts from the Office’s 

TESS and TSDR pages for Opposer’s VINYL and VINYL & Design trademark registrations, 

showing status and title, and copies of such registrations.  Opposer uses the marks VINYL and 

VINYL & Design (the “VINYL Marks”) for Promoting, marketing, and advertising live musical 

performances and theatrical performances of others; arranging and conducting of concerts; 

concert booking; entertainment services, namely, live musical performances, comedy 

performances, and theatrical performances; provision of information relating to live 

performances, road shows, live stage events, theatrical performances, live music concerts and 

audience participation in such events; entertainment services, namely, conducting contests; 

nightclub services and bar services; restaurant services; providing general purpose facilities for 

concerts, comedy shows, expositions, and other events and functions.  Opposer’s VINYL & 

Design mark is shown below: 

 

3. Opposer first used the VINYL Marks for entertainment, restaurant, bar and 

related services as early as August 2012.  Since then, Opposer has continuously used the VINYL 

Marks for its various entertainment and related services.  Opposer’s Vinyl Las Vegas has hosted 

performances by up-and-coming and established national and international entertainers, and 

other entertainment-related events including award shows.  Opposer promotes and sells tickets to 

live events held at Vinyl Las Vegas, including musical performances, through its website and at 

its box office.  Opposer advertises and markets Vinyl Las Vegas and the VINYL Marks 

extensively  including, but not limited to, through its social media accounts available through 

Facebook, Twitter, and Instagram.  Vinyl Las Vegas has received considerable media attention.  
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As such, Opposer has developed common law rights in the VINYL Marks which predate the 

Application. 

FACTUAL BACKGROUND REGARDING THE APPLICATION 

4. On August 5, 2015, Applicant Vice Versa Records, LLC, an Illinois limited 

liability company, having an address of 531 Leclaire Avenue, Wilmette, Illinois 60091 

(hereinafter “Applicant”) filed the Application Serial No. 86/715,985 seeking registration, on an 

intent-to-use basis, of VINYL FOR A CAUSE & Design for “entertainment services in the 

nature of recording, production, and post-production services in the field of music” in Class 41.   

5. The Application was published for opposition in the Official Gazette on April 12, 

2016.  Opposer was granted extensions of time to oppose the Application. 

FIRST GROUND – LIKELIHOOD OF CONFUSION   

6. Opposer incorporates the allegations contained in Paragraphs 1 to 5 herein. 

7. Applicant’s proposed mark VINYL FOR A CAUSE & Design is confusingly 

similar to Opposer’s VINYL Marks.   

8. Applicant’s mark is likely to cause confusion, mistake, or deception as to the 

source, origin, affiliation, association, connection, or sponsorship of Applicant’s services offered 

or to be offered under the VINYL FOR A CAUSE & Design mark with Opposer’s VINYL 

Marks, Vinyl Las Vegas, the Hard Rock Hotel & Casino Las Vegas, and/or with Opposer or 

Opposer’s activities. 

SECOND GROUND – LIKELIHOOD OF DILUTION 

9. Opposer incorporates the allegations contained in Paragraphs 1 to 8 herein. 

10. Opposer’s VINYL Marks are inherently distinctive and have acquired secondary 

meaning and are associated with Opposer and the services offered under the VINYL Marks.  The 

VINYL Marks are famous within the meaning of the Federal Trademark Dilution Act.  Applicant 

filed the Application after Opposer’s VINYL Marks had become famous, and Applicant seeks to 

or does commercially use the applied-for mark VINYL FOR A CAUSE & Design. 



  4 

11. Applicant’s mark is likely to cause dilution of Opposer’s VINYL Marks and blur 

the distinctiveness of Opposer’s VINYL Marks. 

DAMAGE TO OPPOSER 

12. As a result of all of the foregoing, the maturation of the Application into a 

registration would cause a likelihood of confusion, mistake, or deception with Opposer and 

Opposer’s VINYL Marks, a likelihood of association, connection or affiliation with Opposer, the 

services offered by Opposer under the VINYL Marks, or as to the origin, sponsorship or 

approval by Opposer of Applicant’s services or commercial activities, and a likelihood of 

dilution of, Opposer’s VINYL Marks. 

13. Opposer would be damaged by the registration of the mark shown in the 

Application in that such registration would give Applicant a prima facie exclusive right to the 

use of VINYL FOR A CAUSE & Design, despite the likelihood of confusion, mistake, or 

deception with Opposer and Opposer’s VINYL Marks, and likelihood of dilution described 

above.  

PRAYER 

WHEREFORE, Opposer prays that this Opposition be sustained in favor of Opposer, that 

the Application be rejected, and that registration of the Application be refused.   

Please charge the requisite $300 opposition filing fee and any additional amounts to 

Deposit Account No. 50-5691.  A duplicate copy of this Notice of Opposition is enclosed for 

this purpose. 
Respectfully submitted, 

Dated:  August 10, 2016 /Jill M. Pietrini/  
Jill M. Pietrini 
Benjamin O. Aigboboh 
SHEPPARD MULLIN RICHTER & HAMPTON LLP 
1901 Avenue of the Stars, Suite 1600 
Los Angeles, California  90067-6017 
(310) 228-3700 
 
Attorneys for Opposer HRHH IP, LLC 
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CERTIFICATE OF SERVICE 
 

I hereby certify that this Notice of Opposition is being deposited with the United States 
Postal Service, postage prepaid, first class mail, in an envelope addressed to: 

 
Adam Victorn 
Co-owner 
Vice Versa Records, LLC  
531 Leclaire Avenue  
Wilmette, Illinois 60091 

Daliah Saper 
Saper Law Offices, LLC 
505 N. Lasalle St., Suite 350 
Chicago, Illinois  60654 
 
 

 
on this 10th day of August, 2016. 

 
 
/Brenda Smith /  
Brenda Smith 
 

 

 

CERTIFICATE OF ELECTRONIC TRANSMISSION 

I hereby certify that this correspondence is being transmitted electronically to 
Commissioner of Trademarks, Attn:  Trademark Trial and Appeal Board, through ESTTA 
pursuant to 37 C.F.R. §2.195(a), on this 10th day of August, 2016. 

 
 
/Brenda Smith /  
Brenda Smith 

 
SMRH:478820102.1 



 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

EXHIBIT A 



Vinyl Concerts | Las Vegas Live Music | Hard Rock Hotel and Casino

https://www.hardrockhotel.com/las-vegas-concerts/vinyl[8/4/2016 1:53:15 PM]

VINYL

SMALL VENUE, BIG TALENT.

STOP BY OUR BOX OFFICE WITH YOUR
NEVADA ID FOR NO SERVICE FEES ON ALL
VINYL SHOWS!

Vinyl Photos

(Click to see larger photos) BUY TICKETS

RVLTN presents CIRCUIT 

TrollPhace 

Vinyl | Doors 9:00 P.M. | 18+ w/

valid ID 

August 04, 2016 at

BUY TICKETS

BJ The Chicago Kid In My Mind

Tour 

with Elhae, Tish Hyman, Kyle Dion 

Vinyl | Doors 8:00 P.M. | Ages 6 + 

August 05, 2016 at

BUY TICKETS

Mondays Dark with Mark Shunock 

Vinyl | Doors 8:30 PM | Ages 6+ 

August 15, 2016 at

BUY TICKETS

Edwin McCain 

Vinyl | Doors 8:00 P.M. | Ages 6+ 

August 19, 2016 at

BUY TICKETS

Colin Kane 

2 Shows Nightly 

Vinyl | Doors 7:00 P.M. (1st Show),

9:30 P.M. (2nd Show) | 18+ with

valid ID 

August 20, 2016 at

Events

ALL EVENTS AT VINYL

Meetings &
Private Events

Specials

 

Stay In Tune
Sign up to be the first to find out about
upcoming shows and special offers at Vinyl
from Hard Rock Hotel & Casino Las
Vegas.

 Vinyl Las Vegas on Instagram

Entertainment Preferences:

 Alternative/Indie

 Rock

 Country

 Pop

 Comedy Shows

 Boxing/MMA

 Classic Rock

 Latin Performers

 Reggae

 Punk

 Heavy Metal

CHECK IN:

CHECK OUT:

 Get Backstage Pass Rewards Club Discount

BOOK NOW

Book on our
website to get
the lowest rates!

STAY DINE ENTERTAINMENT GAME PARTY RELAX SHOP BACKSTAGE PASS EVENTS BLOG MEETINGS

DESTINATIONS

First Name

Last Name

Email

https://www.hardrockhotel.com/las-vegas-events/entertainment/rvltn-presents-circuit-vinyl-doors-9-00-p-m-18-w-valid-id/2361/20160804
http://www.axs.com/events/312254/trollphace-tickets?skin=vinyl
https://www.hardrockhotel.com/las-vegas-events/entertainment/rvltn-presents-circuit-vinyl-doors-9-00-p-m-18-w-valid-id/2361/20160804
https://www.hardrockhotel.com/las-vegas-events/entertainment/bj-the-chicago-kid-vinyl-doors-8-00-p-m-ages-6/2334/20160805
http://axs.com/events/310924/bj-the-chicago-kid-tickets?skin=vinyl
https://www.hardrockhotel.com/las-vegas-events/entertainment/bj-the-chicago-kid-vinyl-doors-8-00-p-m-ages-6/2334/20160805
https://www.hardrockhotel.com/las-vegas-events/entertainment/bj-the-chicago-kid-vinyl-doors-8-00-p-m-ages-6/2334/20160805
https://www.hardrockhotel.com/las-vegas-events/entertainment/mondays-dark-with-mark-shunock-vinyl-9-30-pm-all-ages/1577/20160815
https://www.facebook.com/mondaysdarkvegas
https://twitter.com/mondays_dark
http://www.axs.com/series/1275/mondays-dark-with-mark-shunock-tickets?skin=vinyl
https://www.hardrockhotel.com/las-vegas-events/entertainment/mondays-dark-with-mark-shunock-vinyl-9-30-pm-all-ages/1577/20160815
https://www.hardrockhotel.com/las-vegas-events/entertainment/edwin-mccain-vinyl-doors-8-00-p-m-ages-6/2372/20160819
http://www.facebook.com/theedwinmccain
https://twitter.com/theedwinmccain
http://www.axs.com/events/313467/edwin-mccain-tickets?skin=vinyl
https://www.hardrockhotel.com/las-vegas-events/entertainment/edwin-mccain-vinyl-doors-8-00-p-m-ages-6/2372/20160819
https://www.hardrockhotel.com/las-vegas-events/entertainment/colin-kane-vinyl-doors-7-00-p-m-18-with-valid-id/2345/20160820
https://www.youtube.com/user/ColinKaneOfficial
http://www.axs.com/series/3033/colin-kane-tickets?skin=vinyl
https://www.hardrockhotel.com/las-vegas-events/entertainment/colin-kane-vinyl-doors-7-00-p-m-18-with-valid-id/2345/20160820
https://www.hardrockhotel.com/las-vegas-events/venue/vinyl/33
https://www.hardrockhotel.com/las-vegas-meetings/private-events
https://www.hardrockhotel.com/las-vegas-meetings/private-events
https://www.hardrockhotel.com/specials/filter/v/33
https://www.hardrockhotel.com/userfiles/entertainment/vinyl/photos/41/large_vinylfirstyearselectsjoeyungerer01julienk.jpg
https://www.hardrockhotel.com/userfiles/entertainment/vinyl/photos/42/large_vinylfirstyearselectsjoeyungerer029electric.jpg
https://www.hardrockhotel.com/userfiles/entertainment/vinyl/photos/43/large_vinylfirstyearselectsjoeyungerer039electric.jpg
https://www.hardrockhotel.com/userfiles/entertainment/vinyl/photos/44/large_vinylfirstyearselectsjoeyungerer04dave-matthewstrib.jpg
https://www.hardrockhotel.com/userfiles/entertainment/vinyl/photos/45/large_vinylfirstyearselectsjoeyungerer05orianthi.jpg
https://www.hardrockhotel.com/userfiles/entertainment/vinyl/photos/46/large_vinylfirstyearselectsjoeyungerer06chantalclaret.jpg
https://www.hardrockhotel.com/userfiles/entertainment/vinyl/photos/47/large_vinylfirstyearselectsjoeyungerer07chantalclaret.jpg
https://www.hardrockhotel.com/userfiles/entertainment/vinyl/photos/48/large_vinylfirstyearselectsjoeyungerer08chantalclaret.jpg
https://www.hardrockhotel.com/userfiles/entertainment/vinyl/photos/49/large_vinylfirstyearselectsjoeyungerer09blueoct.jpg
https://www.hardrockhotel.com/userfiles/entertainment/vinyl/photos/50/large_vinylfirstyearselectsjoeyungerer10blueoct.jpg
https://www.hardrockhotel.com/userfiles/entertainment/vinyl/photos/51/large_vinylfirstyearselectsjoeyungerer11switchfoot.jpg
https://www.hardrockhotel.com/userfiles/entertainment/vinyl/photos/52/large_vinylfirstyearselectsjoeyungerer12switchfoot.jpg
https://www.hardrockhotel.com/userfiles/entertainment/vinyl/photos/53/large_vinylfirstyearselectsjoeyungerer13switchfoot.jpg
https://www.hardrockhotel.com/userfiles/entertainment/vinyl/photos/57/large_vinylfirstyearselectsjoeyungerer17emprec.jpg
https://www.hardrockhotel.com/userfiles/entertainment/vinyl/photos/61/large_vinylfirstyearselectsjoeyungerer21markotoole.jpg
https://snapwidget.com/v/sw/1213310202646967905_205947124
https://instagram.com/vinylvegas
https://www.hardrockhotel.com/las-vegas-hotel
https://www.hardrockhotel.com/las-vegas-restaurants
https://www.hardrockhotel.com/las-vegas-concerts
https://www.hardrockhotel.com/las-vegas-casino
https://www.hardrockhotel.com/party
https://www.hardrockhotel.com/relax
https://www.hardrockhotel.com/las-vegas-stores
https://www.hardrockhotel.com/las-vegas-casino/backstage-pass
https://www.hardrockhotel.com/las-vegas-events
https://www.hardrockhotel.com/blog
https://www.hardrockhotel.com/las-vegas-meetings
https://www.hardrockhotel.com/destinations
https://www.hardrockhotel.com/
https://instagram.com/vinylvegas


Vinyl Concerts | Las Vegas Live Music | Hard Rock Hotel and Casino

https://www.hardrockhotel.com/las-vegas-concerts/vinyl[8/4/2016 1:53:15 PM]

CONTACT  JOIN BACKSTAGE PASS  CONCIERGE  PROPERTY MAP  MY RESERVATION  SIGN UP FOR SPECIAL OFFERS
CAREERS  COMPANY  PRESS  PRIVACY POLICY  RESPONSIBLE GAMBLING  AWARDS

702.693.5000 COPYRIGHT ©2016 HARD ROCK HOTEL & CASINO - LAS VEGAS

 

 

Box Office Hours
10:00 am to 8:00 pm Daily
Closed the 15th of each month from 1pm
to 2pm 
Tel: 702.693.5000 ext. 6914

Contact
4455 Paradise Road
Las Vegas, NV 89169
Box Office: 702.693.5000 ext 6914
Send us an email: nylvip@hrhvegas.com

Follow

FACEBOOK

TWITTER

INSTAGRAM

 Rap/Hip hop

 EDM

SUBMIT

https://www.hardrockhotel.com/contact
https://www.hardrockhotel.com/las-vegas-casino/backstage-pass
https://www.hardrockhotel.com/concierge-contact
https://www.hardrockhotel.com/propertymap
https://www.hardrockhotel.com/myReservations
https://www.hardrockhotel.com/guestbook
https://www.hardrockhotel.com/careers
https://www.hardrockhotel.com/company
https://www.hardrockhotel.com/press
https://www.hardrockhotel.com/privacy-policy
https://www.hardrockhotel.com/responsible-gambling
https://www.hardrockhotel.com/pages/awards
tel:7026935000
https://www.facebook.com/Vinyllv
https://twitter.com/vinylvegas
https://instagram.com/vinylvegas/
tel:702-693-5000
tel:702-693-5000
mailto:vinylvip@hrhvegas.com
https://www.facebook.com/Vinyllv
https://twitter.com/vinylvegas
https://instagram.com/vinylvegas/


VINYL

SMALL VENUE, BIG TALENT. 

STOP BY OUR BOX OFFICE WITH YOUR 
NEVADA ID FOR NO SERVICE FEES ON ALL 
VINYL SHOWS!

Vinyl Photos

(Click to see larger photos) BUY TICKETS

RVLTN presents CIRCUIT
TrollPhace 
Vinyl | Doors 9:00 P.M. | 18+ w/ 
valid ID 
August 04, 2016 at 

BUY TICKETS

BJ The Chicago Kid In My Mind 
Tour 
with Elhae, Tish Hyman, Kyle Dion 
Vinyl | Doors 8:00 P.M. | Ages 6 + 
August 05, 2016 at 

BUY TICKETS

Mondays Dark with Mark Shunock
Vinyl | Doors 8:30 PM | Ages 6+ 
August 15, 2016 at 

BUY TICKETS

Edwin McCain
Vinyl | Doors 8:00 P.M. | Ages 6+ 
August 19, 2016 at 

BUY TICKETS

Colin Kane
2 Shows Nightly 
Vinyl | Doors 7:00 P.M. (1st Show), 
9:30 P.M. (2nd Show) | 18+ with 
valid ID 
August 20, 2016 at 

Events

ALL EVENTS AT VINYL

Meetings &
Private Events

Specials

Stay In Tune

Sign up to be the first to find out about 
upcoming shows and special offers at 
Vinyl from Hard Rock Hotel & Casino Las 
Vegas.

Box Office Hours

10:00 am to 8:00 pm Daily
Closed the 15th of each month from 1pm 

(https://snapwidget.com/v/sw/12424

Vinyl Las Vegas on Instagram

First Name

Last Name

Email

Entertainment Preferences:

Alternative/Indie
Rock
Country
Pop
Comedy Shows
Boxing/MMA
Classic Rock
Latin Performers
Reggae
Punk
Heavy Metal
Rap/Hip hop
EDM

SUBMIT

CHECK IN:

CHECK OUT:

Get Backstage Pass Rewards Club Discount

BOOK NOW

Book on our 
website to get 
the lowest rates!

STAY DINE ENTERTAINMENT GAME PARTY RELAX SHOP BACKSTAGE PASS EVENTS BLOG MEETINGS DESTINATIONS

Page 1 of 2Vinyl Concerts | Las Vegas Live Music | Hard Rock Hotel and Casino
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CONTACT JOIN BACKSTAGE PASS CONCIERGE PROPERTY MAP MY RESERVATION SIGN UP FOR SPECIAL OFFERS
CAREERS COMPANY PRESS PRIVACY POLICY RESPONSIBLE GAMBLING AWARDS

702.693.5000 COPYRIGHT ©2016 HARD ROCK HOTEL & CASINO - LAS VEGAS 

to 2pm 
Tel: 702.693.5000 ext. 6914

Contact

4455 Paradise Road
Las Vegas, NV 89169
Box Office: 702.693.5000 ext 6914
Send us an email: nylvip@hrhvegas.com

Follow

FACEBOOK

TWITTER

INSTAGRAM

Page 2 of 2Vinyl Concerts | Las Vegas Live Music | Hard Rock Hotel and Casino
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United States Patent and Trademark Office

Home|Site Index|Search|FAQ|Glossary|Guides|Contacts|eBusiness|eBiz alerts|News|Help

Trademarks > Trademark Electronic Search System (TESS)

TESS was last updated on Wed Aug 10 15:00:42 EDT 2016 

Logout  Please logout when you are done to release system resources allocated for you. 

Start List At: OR Jump to record: Record 4 out of 6

 ( Use the "Back" button of the Internet Browser to 
return to TESS)

Word Mark VINYL LAS VEGAS

Goods and 
Services

IC 041. US 100 101 107. G & S: Arranging and conducting of concerts; concert booking; entertainment 
services, namely, live musical performances, comedy performances, and theatrical performances; provision 
of information relating to live performances, road shows, live stage events, theatrical performances, live 
music concerts and audience participation in such events; entertainment services, namely, conducting 
contests; nightclub services. FIRST USE: 20120824. FIRST USE IN COMMERCE: 20120824

Mark Drawing 
Code

(3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

Design Search 
Code

26.01.21 - Circles that are totally or partially shaded.

Serial Number 86473375

Filing Date December 6, 2014

Current Basis 1A

Original Filing 
Basis

1A

Published for 
Opposition

November 24, 2015

Registration 
Number

4897331

Registration 
Date

February 9, 2016

Owner (REGISTRANT) HRHH IP, LLC LIMITED LIABILITY COMPANY DELAWARE Three World Financial Center 
200 Vesey Street, 11th Floor New York NEW YORK 102811021

Attorney of 
Record

Jill M. Pietrini

Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "LAS VEGAS" APART FROM THE MARK AS 
SHOWN

Page 1 of 2Trademark Electronic Search System (TESS)
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Description of 
Mark

Color is not claimed as a feature of the mark. The mark consists of "VINYL LAS VEGAS" within the shape of 
a circle.

Type of Mark SERVICE MARK

Register PRINCIPAL

Live/Dead 
Indicator

LIVE

|.HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY
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Mark Information

Mark Literal
Elements:

VINYL LAS VEGAS

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of
Mark:

The mark consists of "VINYL LAS VEGAS" within the shape of a circle.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Disclaimer: "LAS VEGAS"

Design Search
Code(s):

26.01.21 - Circles that are totally or partially shaded.

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Arranging and conducting of concerts; concert booking; entertainment services, namely, live musical performances, comedy
performances, and theatrical performances; provision of information relating to live performances, road shows, live stage events,
theatrical performances, live music concerts and audience participation in such events; entertainment services, namely, conducting
contests; nightclub services

International
Class(es):

041 - Primary Class U.S Class(es): 100, 101, 107

Class Status: ACTIVE

Basis: 1(a)

First Use: Aug. 24, 2012 Use in Commerce: Aug. 24, 2012

Generated on: This page was generated by TSDR on 2016-08-10 17:11:24 EDT

Mark: VINYL LAS VEGAS

US Serial Number: 86473375 Application Filing
Date:

Dec. 06, 2014

US Registration
Number:

4897331 Registration Date: Feb. 09, 2016

Register: Principal

Mark Type: Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Feb. 09, 2016

Publication Date: Nov. 24, 2015



Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: HRHH IP, LLC

Owner Address: Three World Financial Center
200 Vesey Street, 11th Floor
New York, NEW YORK UNITED STATES 102811021

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Jill M. Pietrini Docket Number: 33AF-172526

Correspondent

Correspondent
Name/Address:

JILL M. PIETRINI
SHEPPARD MULLIN RICHTER & HAMPTON LLP
1901 AVENUE OF THE STARS, SUITE 1600
LOS ANGELES, CALIFORNIA UNITED STATES 90067

Phone: (310) 228-3700 Fax: (310) 228-3701

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Feb. 09, 2016 REGISTERED-PRINCIPAL REGISTER

Nov. 24, 2015 PUBLISHED FOR OPPOSITION

Nov. 04, 2015 NOTICE OF PUBLICATION

Oct. 19, 2015 LAW OFFICE PUBLICATION REVIEW COMPLETED 70468

Oct. 18, 2015 APPROVED FOR PUB - PRINCIPAL REGISTER

Sep. 15, 2015 AMENDMENT FROM APPLICANT ENTERED 70468

Sep. 15, 2015 CORRESPONDENCE RECEIVED IN LAW OFFICE 70468

Sep. 08, 2015 ASSIGNED TO LIE 70468

Aug. 21, 2015 PAPER RECEIVED

Feb. 20, 2015 NON-FINAL ACTION MAILED

Feb. 20, 2015 NON-FINAL ACTION WRITTEN 76635

Feb. 06, 2015 ASSIGNED TO EXAMINER 76635

Dec. 13, 2014 NOTICE OF DESIGN SEARCH CODE MAILED

Dec. 12, 2014 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Dec. 10, 2014 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Feb. 09, 2016

Assignment Abstract Of Title Information



Summary

Total Assignments: 1 Registrant: HRHH IP, LLC

Assignment 1 of 1

Conveyance: SECURITY INTEREST

Reel/Frame: 5765/0204 Pages: 8

Date Recorded: Apr. 05, 2016

Supporting
Documents:

assignment-tm-5765-0204.pdf 

Assignor

Name: HRHH IP, LLC Execution Date: Mar. 31, 2016

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Name: HRHH HOTEL/CASINO, LLC Execution Date: Mar. 31, 2016

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Assignee

Name: VEGAS HR PRIVATE LIMITED 

Legal Entity Type: PRIVATE LIMITED COMPANY State or Country
Where Organized:

SINGAPORE

Address: 335 MADISON AVE, 24TH FLOOR
C/O GIC REAL ESTATE, INC.
NEW YORK, NEW YORK 10017

Correspondent

Correspondent
Name:

ERIN REIMER

Correspondent
Address:

2929 ARCH STREET
DECHERT LLP, CIRA CENTRE
PHILADELPHIA, PA 19104-2808

Domestic Representative - Not Found

 

Proceedings

Summary

Number of
Proceedings:

4

Type of Proceeding: Opposition

Proceeding
Number:

91228999 Filing Date: Jul 15, 2016

Status: Pending Status Date: Jul 15, 2016

Interlocutory
Attorney:

MIKE WEBSTER

Defendant

Name: Blueberry Hill Music, LLC

Correspondent
Address:

JACK A. WHEAT
McBRAYER, McGINNIS, LESLIE & KIRKLAND, P
9300 Shelbyville Road, Suite 110
Louisville KY , 40222

Correspondent e-
mail:

jwheat@mmlk.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

VINYL SUNDAY Opposition Pending 86677651

V S VINYL SUNDAY Opposition Pending 86692299

Plaintiff(s)

Name: HRHH IP, LLC

Correspondent Jill M. Pietrini, Esq.

 



Address: Sheppard Mullin Richter & Hampton LLP
1901 Avenue of the Stars, Suite 1600
Los Angeles CA UNITED STATES , 90067

Correspondent e-
mail:

jpietrini@smrh.com , baigboboh@smrh.com , pbost@smrh.com , shwang@smrh.com , mdanner@smrh.com , rwalsh@smrh.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

VINYL Registered 86473372 4897330

VINYL LAS VEGAS Registered 86473374 4891535

VINYL LAS VEGAS Registered 86473375 4897331

VINYL Jurisdiction Restored to Examiner 86473371

VINYL Published For Opposition 86473373

VINYL LAS VEGAS Published For Opposition 86473376

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jul 15, 2016

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 15, 2016 Aug 24, 2016

3 PENDING, INSTITUTED Jul 15, 2016

Type of Proceeding: Opposition

Proceeding
Number:

91227108 Filing Date: Mar 29, 2016

Status: Pending Status Date: Mar 29, 2016

Interlocutory
Attorney:

YONG OH (RICHARD) KIM

Defendant

Name: Home Box Office, Inc.

Correspondent
Address:

TAMARA CARMICHAEL
OLSHAN FROME WOLOSKY LLP
1325 AVENUE OF THE AMERICAS
NEW YORK NY UNITED STATES , 10019

Correspondent e-
mail:

tcarmichael@olshanlaw.com , aprovencio@olshanlaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

VINYL Opposition Pending 86693218

VINYL Opposition Pending 86693224

VINYL Opposition Pending 86693229

VINYL Opposition Pending 86693234

VINYL Opposition Pending 86709489

Plaintiff(s)

Name: HRHH IP, LLC

Correspondent
Address:

JILL M PIETRINI
SHEPPARD MULLIN RICHTER & HAMPTON LLP
1901 AVENUE OF THE STARS SUITE 1600
LOS ANGELES CA UNITED STATES , 90067

Correspondent e-
mail:

jpietrini@smrh.com , baigboboh@smrh.com , pbost@smrh.com , shwang@smrh.com , mdanner@smrh.com , rwalsh@smrh.com , lma

rtin@smrh.com

Associated marks

Mark Application Status Serial Number
Registration
Number

VINYL LAS VEGAS Registered 86473375 4897331

VINYL Registered 86473372 4897330

VINYL LAS VEGAS Registered 86473374 4891535

Prosecution History

Entry Number History Text Date Due Date



1 FILED AND FEE Mar 29, 2016

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 29, 2016 May 08, 2016

3 PENDING, INSTITUTED Mar 29, 2016

4 ANSWER May 09, 2016

5 D MOT FOR EXT W/ CONSENT Jun 30, 2016

6 EXTENSION OF TIME GRANTED Jul 07, 2016

7 D MOT FOR EXT W/ CONSENT Aug 05, 2016

8 EXTENSION OF TIME GRANTED Aug 10, 2016

Type of Proceeding: Opposition

Proceeding
Number:

91225834 Filing Date: Jan 05, 2016

Status: Terminated Status Date: Apr 18, 2016

Interlocutory
Attorney:

MIKE WEBSTER

Defendant

Name: James Andrew Oyler

Correspondent
Address:

JAMES ANDREW OYLER
1135 NE 53RD ST
KANSAS CITY URUGUAY , 64118-5322

Correspondent e-
mail:

imagebase1@outlook.com , imagebase1@aol.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

18TH AND VINYL Abandoned - After Inter-Partes Decision 86605795

Plaintiff(s)

Name: HRHH IP, LLC

Correspondent
Address:

JILL M PIETRINI
SHEPPARD MULLIN RICHTER & HAMPTON LLP
1901 AVENUE OF THE STARS, SUITE 1600
LOS ANGELES CA UNITED STATES , 90067

Correspondent e-
mail:

jpietrini@smrh.com , baigboboh@smrh.com , wwalters-sachs@smrh.com , pbost@smrh.com , shwang@smrh.com , mdanner@smrh.c

om , rwalsh@smrh.com , lmartin@smrh.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

VINYL Jurisdiction Restored to Examiner 86473371

VINYL Registered 86473372 4897330

VINYL Published For Opposition 86473373

VINYL LAS VEGAS Registered 86473374 4891535

VINYL LAS VEGAS Registered 86473375 4897331

VINYL LAS VEGAS Published For Opposition 86473376

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jan 05, 2016

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jan 14, 2016 Feb 23, 2016

3 PENDING, INSTITUTED Jan 14, 2016

4 NOTICE OF DEFAULT Mar 09, 2016

5 BD DECISION: SUSTAINED Apr 18, 2016

6 TERMINATED Apr 18, 2016

Type of Proceeding: Opposition

Proceeding
Number:

91224607 Filing Date: Oct 28, 2015

Status: Pending Status Date: Oct 29, 2015

Interlocutory
Attorney:

WENDY COHEN

Defendant



Name: VNYL LLC

Correspondent
Address:

MICHAEL P MARTIN
FISCHBACH PERLSTEIN LIEBERMAN & ALMOND
1925 CENTURY PARK EAST SUITE 2050
LOS ANGELES CA UNITED STATES , 90067

Correspondent e-
mail:

mmartin@fpllaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

VNYL Opposition Pending 86531447

Plaintiff(s)

Name: HRHH IP, LLC

Correspondent
Address:

JILL M PIETRINI
SHEPPARD MULLIN RICHTER & HAMPTON LLP
1901 AVENUE OF THE STARS, SUITE 1600
LOS ANGELES CA UNITED STATES , 90067-6017

Correspondent e-
mail:

pbost@smrh.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

VINYL Jurisdiction Restored to Examiner 86473371

VINYL Registered 86473372 4897330

VINYL Published For Opposition 86473373

VINYL LAS VEGAS Registered 86473374 4891535

VINYL LAS VEGAS Registered 86473375 4897331

VINYL LAS VEGAS Published For Opposition 86473376

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Oct 28, 2015

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Oct 29, 2015 Dec 08, 2015

3 PENDING, INSTITUTED Oct 29, 2015

4 ANSWER Dec 07, 2015

5 STIP TO SUSP PEND SETTL NEGOTIATIONS Feb 03, 2016

6 SUSPENDED Feb 03, 2016

7 STIP TO SUSP PEND SETTL NEGOTIATIONS Apr 07, 2016

8 SUSPENDED Apr 07, 2016





United States Patent and Trademark Office

Home|Site Index|Search|FAQ|Glossary|Guides|Contacts|eBusiness|eBiz alerts|News|Help

Trademarks > Trademark Electronic Search System (TESS)

TESS was last updated on Wed Aug 10 15:00:42 EDT 2016 

Logout  Please logout when you are done to release system resources allocated for you. 

Start List At: OR Jump to record: Record 5 out of 6

 ( Use the "Back" button of the Internet Browser to 
return to TESS)

Word Mark VINYL

Goods and 
Services

IC 041. US 100 101 107. G & S: Arranging and conducting of concerts; concert booking; entertainment 
services, namely, live musical performances, comedy performances, and theatrical performances; 
provision of information relating to live performances, road shows, live stage events, theatrical 
performances, live music concerts and audience participation in such events; entertainment services, 
namely, conducting contests; nightclub services. FIRST USE: 20120824. FIRST USE IN COMMERCE: 
20120824

Standard 
Characters 
Claimed

Mark Drawing 
Code

(4) STANDARD CHARACTER MARK

Serial Number 86473372

Filing Date December 6, 2014

Current Basis 1A

Original Filing 
Basis

1A

Published for 
Opposition

November 24, 2015

Registration 
Number

4897330

Registration 
Date

February 9, 2016

Owner (REGISTRANT) HRHH IP, LLC LIMITED LIABILITY COMPANY DELAWARE Three World Financial Center 
200 Vesey Street, 11th Floor New York NEW YORK 102811021

Attorney of 
Record

Jill M. Pietrini

Page 1 of 2Trademark Electronic Search System (TESS)
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Type of Mark SERVICE MARK

Register PRINCIPAL

Live/Dead 
Indicator

LIVE

|.HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY
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Mark Information

Mark Literal
Elements:

VINYL

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Arranging and conducting of concerts; concert booking; entertainment services, namely, live musical performances, comedy
performances, and theatrical performances; provision of information relating to live performances, road shows, live stage events,
theatrical performances, live music concerts and audience participation in such events; entertainment services, namely, conducting
contests; nightclub services

International
Class(es):

041 - Primary Class U.S Class(es): 100, 101, 107

Class Status: ACTIVE

Basis: 1(a)

First Use: Aug. 24, 2012 Use in Commerce: Aug. 24, 2012

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Generated on: This page was generated by TSDR on 2016-08-10 17:13:21 EDT

Mark: VINYL

US Serial Number: 86473372 Application Filing
Date:

Dec. 06, 2014

US Registration
Number:

4897330 Registration Date: Feb. 09, 2016

Register: Principal

Mark Type: Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Feb. 09, 2016

Publication Date: Nov. 24, 2015



Owner Name: HRHH IP, LLC

Owner Address: Three World Financial Center
200 Vesey Street, 11th Floor
New York, NEW YORK UNITED STATES 102811021

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Jill M. Pietrini Docket Number: 33AF-172526

Correspondent

Correspondent
Name/Address:

JILL M. PIETRINI
SHEPPARD MULLIN RICHTER & HAMPTON LLP
1901 AVENUE OF THE STARS STE 1600
LOS ANGELES, CALIFORNIA UNITED STATES 90067-6055

Phone: (310) 228-3700 Fax: (310) 228-3701

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Feb. 09, 2016 REGISTERED-PRINCIPAL REGISTER

Nov. 24, 2015 PUBLISHED FOR OPPOSITION

Nov. 04, 2015 NOTICE OF PUBLICATION

Oct. 19, 2015 LAW OFFICE PUBLICATION REVIEW COMPLETED 70468

Oct. 18, 2015 APPROVED FOR PUB - PRINCIPAL REGISTER

Sep. 15, 2015 AMENDMENT FROM APPLICANT ENTERED 70468

Sep. 15, 2015 CORRESPONDENCE RECEIVED IN LAW OFFICE 70468

Sep. 08, 2015 ASSIGNED TO LIE 70468

Aug. 21, 2015 PAPER RECEIVED

Feb. 20, 2015 NON-FINAL ACTION MAILED

Feb. 20, 2015 NON-FINAL ACTION WRITTEN 76635

Feb. 05, 2015 ASSIGNED TO EXAMINER 76635

Dec. 12, 2014 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Dec. 10, 2014 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Feb. 09, 2016

Assignment Abstract Of Title Information

Summary

Total Assignments: 1 Registrant: HRHH IP, LLC

Assignment 1 of 1

Conveyance: SECURITY INTEREST

Reel/Frame: 5765/0204 Pages: 8

Date Recorded: Apr. 05, 2016

Supporting
Documents:

assignment-tm-5765-0204.pdf 

Assignor

Name: HRHH IP, LLC Execution Date: Mar. 31, 2016

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

 



Name: HRHH HOTEL/CASINO, LLC Execution Date: Mar. 31, 2016

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Assignee

Name: VEGAS HR PRIVATE LIMITED 

Legal Entity Type: PRIVATE LIMITED COMPANY State or Country
Where Organized:

SINGAPORE

Address: 335 MADISON AVE, 24TH FLOOR
C/O GIC REAL ESTATE, INC.
NEW YORK, NEW YORK 10017

Correspondent

Correspondent
Name:

ERIN REIMER

Correspondent
Address:

2929 ARCH STREET
DECHERT LLP, CIRA CENTRE
PHILADELPHIA, PA 19104-2808

Domestic Representative - Not Found

Proceedings

Summary

Number of
Proceedings:

4

Type of Proceeding: Opposition

Proceeding
Number:

91228999 Filing Date: Jul 15, 2016

Status: Pending Status Date: Jul 15, 2016

Interlocutory
Attorney:

MIKE WEBSTER

Defendant

Name: Blueberry Hill Music, LLC

Correspondent
Address:

JACK A. WHEAT
McBRAYER, McGINNIS, LESLIE & KIRKLAND, P
9300 Shelbyville Road, Suite 110
Louisville KY , 40222

Correspondent e-
mail:

jwheat@mmlk.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

VINYL SUNDAY Opposition Pending 86677651

V S VINYL SUNDAY Opposition Pending 86692299

Plaintiff(s)

Name: HRHH IP, LLC

Correspondent
Address:

Jill M. Pietrini, Esq.
Sheppard Mullin Richter & Hampton LLP
1901 Avenue of the Stars, Suite 1600
Los Angeles CA UNITED STATES , 90067

Correspondent e-
mail:

jpietrini@smrh.com , baigboboh@smrh.com , pbost@smrh.com , shwang@smrh.com , mdanner@smrh.com , rwalsh@smrh.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

VINYL Registered 86473372 4897330

VINYL LAS VEGAS Registered 86473374 4891535

VINYL LAS VEGAS Registered 86473375 4897331

VINYL Jurisdiction Restored to Examiner 86473371

VINYL Published For Opposition 86473373

VINYL LAS VEGAS Published For Opposition 86473376

 



Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jul 15, 2016

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 15, 2016 Aug 24, 2016

3 PENDING, INSTITUTED Jul 15, 2016

Type of Proceeding: Opposition

Proceeding
Number:

91227108 Filing Date: Mar 29, 2016

Status: Pending Status Date: Mar 29, 2016

Interlocutory
Attorney:

YONG OH (RICHARD) KIM

Defendant

Name: Home Box Office, Inc.

Correspondent
Address:

TAMARA CARMICHAEL
OLSHAN FROME WOLOSKY LLP
1325 AVENUE OF THE AMERICAS
NEW YORK NY UNITED STATES , 10019

Correspondent e-
mail:

tcarmichael@olshanlaw.com , aprovencio@olshanlaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

VINYL Opposition Pending 86693218

VINYL Opposition Pending 86693224

VINYL Opposition Pending 86693229

VINYL Opposition Pending 86693234

VINYL Opposition Pending 86709489

Plaintiff(s)

Name: HRHH IP, LLC

Correspondent
Address:

JILL M PIETRINI
SHEPPARD MULLIN RICHTER & HAMPTON LLP
1901 AVENUE OF THE STARS SUITE 1600
LOS ANGELES CA UNITED STATES , 90067

Correspondent e-
mail:

jpietrini@smrh.com , baigboboh@smrh.com , pbost@smrh.com , shwang@smrh.com , mdanner@smrh.com , rwalsh@smrh.com , lma

rtin@smrh.com

Associated marks

Mark Application Status Serial Number
Registration
Number

VINYL LAS VEGAS Registered 86473375 4897331

VINYL Registered 86473372 4897330

VINYL LAS VEGAS Registered 86473374 4891535

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Mar 29, 2016

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 29, 2016 May 08, 2016

3 PENDING, INSTITUTED Mar 29, 2016

4 ANSWER May 09, 2016

5 D MOT FOR EXT W/ CONSENT Jun 30, 2016

6 EXTENSION OF TIME GRANTED Jul 07, 2016

7 D MOT FOR EXT W/ CONSENT Aug 05, 2016

8 EXTENSION OF TIME GRANTED Aug 10, 2016

Type of Proceeding: Opposition

Proceeding
Number:

91225834 Filing Date: Jan 05, 2016

Status: Terminated Status Date: Apr 18, 2016

Interlocutory
Attorney:

MIKE WEBSTER



Defendant

Name: James Andrew Oyler

Correspondent
Address:

JAMES ANDREW OYLER
1135 NE 53RD ST
KANSAS CITY URUGUAY , 64118-5322

Correspondent e-
mail:

imagebase1@outlook.com , imagebase1@aol.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

18TH AND VINYL Abandoned - After Inter-Partes Decision 86605795

Plaintiff(s)

Name: HRHH IP, LLC

Correspondent
Address:

JILL M PIETRINI
SHEPPARD MULLIN RICHTER & HAMPTON LLP
1901 AVENUE OF THE STARS, SUITE 1600
LOS ANGELES CA UNITED STATES , 90067

Correspondent e-
mail:

jpietrini@smrh.com , baigboboh@smrh.com , wwalters-sachs@smrh.com , pbost@smrh.com , shwang@smrh.com , mdanner@smrh.c

om , rwalsh@smrh.com , lmartin@smrh.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

VINYL Jurisdiction Restored to Examiner 86473371

VINYL Registered 86473372 4897330

VINYL Published For Opposition 86473373

VINYL LAS VEGAS Registered 86473374 4891535

VINYL LAS VEGAS Registered 86473375 4897331

VINYL LAS VEGAS Published For Opposition 86473376

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jan 05, 2016

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jan 14, 2016 Feb 23, 2016

3 PENDING, INSTITUTED Jan 14, 2016

4 NOTICE OF DEFAULT Mar 09, 2016

5 BD DECISION: SUSTAINED Apr 18, 2016

6 TERMINATED Apr 18, 2016

Type of Proceeding: Opposition

Proceeding
Number:

91224607 Filing Date: Oct 28, 2015

Status: Pending Status Date: Oct 29, 2015

Interlocutory
Attorney:

WENDY COHEN

Defendant

Name: VNYL LLC

Correspondent
Address:

MICHAEL P MARTIN
FISCHBACH PERLSTEIN LIEBERMAN & ALMOND
1925 CENTURY PARK EAST SUITE 2050
LOS ANGELES CA UNITED STATES , 90067

Correspondent e-
mail:

mmartin@fpllaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

VNYL Opposition Pending 86531447

Plaintiff(s)

Name: HRHH IP, LLC

Correspondent
Address:

JILL M PIETRINI
SHEPPARD MULLIN RICHTER & HAMPTON LLP



1901 AVENUE OF THE STARS, SUITE 1600
LOS ANGELES CA UNITED STATES , 90067-6017

Correspondent e-
mail:

pbost@smrh.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

VINYL Jurisdiction Restored to Examiner 86473371

VINYL Registered 86473372 4897330

VINYL Published For Opposition 86473373

VINYL LAS VEGAS Registered 86473374 4891535

VINYL LAS VEGAS Registered 86473375 4897331

VINYL LAS VEGAS Published For Opposition 86473376

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Oct 28, 2015

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Oct 29, 2015 Dec 08, 2015

3 PENDING, INSTITUTED Oct 29, 2015

4 ANSWER Dec 07, 2015

5 STIP TO SUSP PEND SETTL NEGOTIATIONS Feb 03, 2016

6 SUSPENDED Feb 03, 2016

7 STIP TO SUSP PEND SETTL NEGOTIATIONS Apr 07, 2016

8 SUSPENDED Apr 07, 2016





United States Patent and Trademark Office
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Trademarks > Trademark Electronic Search System (TESS)

TESS was last updated on Wed Aug 10 15:00:42 EDT 2016 

Logout  Please logout when you are done to release system resources allocated for you. 

Start List At: OR Jump to record: Record 6 out of 6

 ( Use the "Back" button of the Internet Browser to 
return to TESS)

Word Mark VINYL LAS VEGAS

Goods and 
Services

IC 035. US 100 101 102. G & S: Promoting, marketing, and advertising live musical performances and 
theatrical performances of others. FIRST USE: 20120824. FIRST USE IN COMMERCE: 20120824

Mark Drawing 
Code

(3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

Design Search 
Code

26.01.21 - Circles that are totally or partially shaded.

Serial Number 86473374

Filing Date December 6, 2014

Current Basis 1A

Original Filing 
Basis

1A

Published for 
Opposition

November 10, 2015

Registration 
Number

4891535

Registration Date January 26, 2016

Owner (REGISTRANT) HRHH IP, LLC LIMITED LIABILITY COMPANY DELAWARE 200 Vesey Street, 11th 
Floor Three World Financial Center New York NEW YORK 102811021

Attorney of 
Record

Jill M. Pietrini

Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "LAS VEGAS" APART FROM THE MARK 
AS SHOWN

Description of 
Mark

Color is not claimed as a feature of the mark. The mark consists of "VINYL LAS VEGAS" within the 
shape of a circle.

Type of Mark SERVICE MARK

Page 1 of 2Trademark Electronic Search System (TESS)

8/10/2016http://tmsearch.uspto.gov/bin/gate.exe?f=doc&state=4803%3Ai3y0tj.2.6



Register PRINCIPAL

Live/Dead 
Indicator

LIVE
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Mark Information

Mark Literal
Elements:

VINYL LAS VEGAS

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of
Mark:

The mark consists of "VINYL LAS VEGAS" within the shape of a circle.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Disclaimer: "LAS VEGAS"

Design Search
Code(s):

26.01.21 - Circles that are totally or partially shaded.

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Promoting, marketing, and advertising live musical performances and theatrical performances of others

International
Class(es):

035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Aug. 24, 2012 Use in Commerce: Aug. 24, 2012

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Generated on: This page was generated by TSDR on 2016-08-10 17:14:26 EDT

Mark: VINYL LAS VEGAS

US Serial Number: 86473374 Application Filing
Date:

Dec. 06, 2014

US Registration
Number:

4891535 Registration Date: Jan. 26, 2016

Register: Principal

Mark Type: Service Mark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Jan. 26, 2016

Publication Date: Nov. 10, 2015



Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: HRHH IP, LLC

Owner Address: 200 Vesey Street, 11th Floor
Three World Financial Center
New York, NEW YORK 102811021
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Jill M. Pietrini Docket Number: 33AF-172526

Correspondent

Correspondent
Name/Address:

JILL M. PIETRINI
SHEPPARD MULLIN RICHTER & HAMPTON LLP
1901 AVENUE OF THE STARS STE 1600
LOS ANGELES, CALIFORNIA 90067-6055
UNITED STATES

Phone: (310) 228-3700 Fax: (310) 228-3701

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Jan. 26, 2016 REGISTERED-PRINCIPAL REGISTER

Nov. 10, 2015 PUBLISHED FOR OPPOSITION

Oct. 21, 2015 NOTICE OF PUBLICATION

Oct. 05, 2015 LAW OFFICE PUBLICATION REVIEW COMPLETED 69712

Oct. 05, 2015 APPROVED FOR PUB - PRINCIPAL REGISTER

Sep. 10, 2015 AMENDMENT FROM APPLICANT ENTERED 69712

Sep. 10, 2015 CORRESPONDENCE RECEIVED IN LAW OFFICE 69712

Sep. 03, 2015 ASSIGNED TO LIE 69712

Aug. 20, 2015 PAPER RECEIVED

Feb. 19, 2015 NON-FINAL ACTION MAILED

Feb. 19, 2015 NON-FINAL ACTION WRITTEN 76635

Feb. 05, 2015 ASSIGNED TO EXAMINER 76635

Dec. 13, 2014 NOTICE OF DESIGN SEARCH CODE MAILED

Dec. 12, 2014 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Dec. 10, 2014 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Jan. 26, 2016

Assignment Abstract Of Title Information

Summary

Total Assignments: 1 Registrant: HRHH IP, LLC

Assignment 1 of 1

Conveyance: SECURITY INTEREST

Reel/Frame: 5765/0204 Pages: 8

 



Date Recorded: Apr. 05, 2016

Supporting
Documents:

assignment-tm-5765-0204.pdf 

Assignor

Name: HRHH IP, LLC Execution Date: Mar. 31, 2016

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Name: HRHH HOTEL/CASINO, LLC Execution Date: Mar. 31, 2016

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country
Where Organized:

DELAWARE

Assignee

Name: VEGAS HR PRIVATE LIMITED 

Legal Entity Type: PRIVATE LIMITED COMPANY State or Country
Where Organized:

SINGAPORE

Address: 335 MADISON AVE, 24TH FLOOR
C/O GIC REAL ESTATE, INC.
NEW YORK, NEW YORK 10017

Correspondent

Correspondent
Name:

ERIN REIMER

Correspondent
Address:

2929 ARCH STREET
DECHERT LLP, CIRA CENTRE
PHILADELPHIA, PA 19104-2808

Domestic Representative - Not Found

Proceedings

Summary

Number of
Proceedings:

4

Type of Proceeding: Opposition

Proceeding
Number:

91228999 Filing Date: Jul 15, 2016

Status: Pending Status Date: Jul 15, 2016

Interlocutory
Attorney:

MIKE WEBSTER

Defendant

Name: Blueberry Hill Music, LLC

Correspondent
Address:

JACK A. WHEAT
McBRAYER, McGINNIS, LESLIE & KIRKLAND, P
9300 Shelbyville Road, Suite 110
Louisville KY , 40222

Correspondent e-
mail:

jwheat@mmlk.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

VINYL SUNDAY Opposition Pending 86677651

V S VINYL SUNDAY Opposition Pending 86692299

Plaintiff(s)

Name: HRHH IP, LLC

Correspondent
Address:

Jill M. Pietrini, Esq.
Sheppard Mullin Richter & Hampton LLP
1901 Avenue of the Stars, Suite 1600
Los Angeles CA , 90067
UNITED STATES

Correspondent e-
mail:

jpietrini@smrh.com , baigboboh@smrh.com , pbost@smrh.com , shwang@smrh.com , mdanner@smrh.com , rwalsh@smrh.com

Associated marks

 



Mark Application Status
Serial
Number

Registration
Number

VINYL Registered 86473372 4897330

VINYL LAS VEGAS Registered 86473374 4891535

VINYL LAS VEGAS Registered 86473375 4897331

VINYL Jurisdiction Restored to Examiner 86473371

VINYL Published For Opposition 86473373

VINYL LAS VEGAS Published For Opposition 86473376

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jul 15, 2016

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 15, 2016 Aug 24, 2016

3 PENDING, INSTITUTED Jul 15, 2016

Type of Proceeding: Opposition

Proceeding
Number:

91227108 Filing Date: Mar 29, 2016

Status: Pending Status Date: Mar 29, 2016

Interlocutory
Attorney:

YONG OH (RICHARD) KIM

Defendant

Name: Home Box Office, Inc.

Correspondent
Address:

TAMARA CARMICHAEL
OLSHAN FROME WOLOSKY LLP
1325 AVENUE OF THE AMERICAS
NEW YORK NY , 10019
UNITED STATES

Correspondent e-
mail:

tcarmichael@olshanlaw.com , aprovencio@olshanlaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

VINYL Opposition Pending 86693218

VINYL Opposition Pending 86693224

VINYL Opposition Pending 86693229

VINYL Opposition Pending 86693234

VINYL Opposition Pending 86709489

Plaintiff(s)

Name: HRHH IP, LLC

Correspondent
Address:

JILL M PIETRINI
SHEPPARD MULLIN RICHTER & HAMPTON LLP
1901 AVENUE OF THE STARS SUITE 1600
LOS ANGELES CA , 90067
UNITED STATES

Correspondent e-
mail:

jpietrini@smrh.com , baigboboh@smrh.com , pbost@smrh.com , shwang@smrh.com , mdanner@smrh.com , rwalsh@smrh.com , lma

rtin@smrh.com

Associated marks

Mark Application Status Serial Number
Registration
Number

VINYL LAS VEGAS Registered 86473375 4897331

VINYL Registered 86473372 4897330

VINYL LAS VEGAS Registered 86473374 4891535

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Mar 29, 2016

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Mar 29, 2016 May 08, 2016

3 PENDING, INSTITUTED Mar 29, 2016

4 ANSWER May 09, 2016



5 D MOT FOR EXT W/ CONSENT Jun 30, 2016

6 EXTENSION OF TIME GRANTED Jul 07, 2016

7 D MOT FOR EXT W/ CONSENT Aug 05, 2016

8 EXTENSION OF TIME GRANTED Aug 10, 2016

Type of Proceeding: Opposition

Proceeding
Number:

91225834 Filing Date: Jan 05, 2016

Status: Terminated Status Date: Apr 18, 2016

Interlocutory
Attorney:

MIKE WEBSTER

Defendant

Name: James Andrew Oyler

Correspondent
Address:

JAMES ANDREW OYLER
1135 NE 53RD ST
KANSAS CITY , 64118-5322
URUGUAY

Correspondent e-
mail:

imagebase1@outlook.com , imagebase1@aol.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

18TH AND VINYL Abandoned - After Inter-Partes Decision 86605795

Plaintiff(s)

Name: HRHH IP, LLC

Correspondent
Address:

JILL M PIETRINI
SHEPPARD MULLIN RICHTER & HAMPTON LLP
1901 AVENUE OF THE STARS, SUITE 1600
LOS ANGELES CA , 90067
UNITED STATES

Correspondent e-
mail:

jpietrini@smrh.com , baigboboh@smrh.com , wwalters-sachs@smrh.com , pbost@smrh.com , shwang@smrh.com , mdanner@smrh.c

om , rwalsh@smrh.com , lmartin@smrh.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

VINYL Jurisdiction Restored to Examiner 86473371

VINYL Registered 86473372 4897330

VINYL Published For Opposition 86473373

VINYL LAS VEGAS Registered 86473374 4891535

VINYL LAS VEGAS Registered 86473375 4897331

VINYL LAS VEGAS Published For Opposition 86473376

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jan 05, 2016

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jan 14, 2016 Feb 23, 2016

3 PENDING, INSTITUTED Jan 14, 2016

4 NOTICE OF DEFAULT Mar 09, 2016

5 BD DECISION: SUSTAINED Apr 18, 2016

6 TERMINATED Apr 18, 2016

Type of Proceeding: Opposition

Proceeding
Number:

91224607 Filing Date: Oct 28, 2015

Status: Pending Status Date: Oct 29, 2015

Interlocutory
Attorney:

WENDY COHEN

Defendant

Name: VNYL LLC

Correspondent MICHAEL P MARTIN



Address: FISCHBACH PERLSTEIN LIEBERMAN & ALMOND
1925 CENTURY PARK EAST SUITE 2050
LOS ANGELES CA , 90067
UNITED STATES

Correspondent e-
mail:

mmartin@fpllaw.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

VNYL Opposition Pending 86531447

Plaintiff(s)

Name: HRHH IP, LLC

Correspondent
Address:

JILL M PIETRINI
SHEPPARD MULLIN RICHTER & HAMPTON LLP
1901 AVENUE OF THE STARS, SUITE 1600
LOS ANGELES CA , 90067-6017
UNITED STATES

Correspondent e-
mail:

pbost@smrh.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

VINYL Jurisdiction Restored to Examiner 86473371

VINYL Registered 86473372 4897330

VINYL Published For Opposition 86473373

VINYL LAS VEGAS Registered 86473374 4891535

VINYL LAS VEGAS Registered 86473375 4897331

VINYL LAS VEGAS Published For Opposition 86473376

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Oct 28, 2015

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Oct 29, 2015 Dec 08, 2015

3 PENDING, INSTITUTED Oct 29, 2015

4 ANSWER Dec 07, 2015

5 STIP TO SUSP PEND SETTL NEGOTIATIONS Feb 03, 2016

6 SUSPENDED Feb 03, 2016

7 STIP TO SUSP PEND SETTL NEGOTIATIONS Apr 07, 2016

8 SUSPENDED Apr 07, 2016





 

 

EXHIBIT C 
 

OPPOSITION NO. 91229467 

APPLICANT VICE VERSA RECORDS, LLC 



Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA770377

Filing date: 09/13/2016

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 91229467

Party Defendant
Vice Versa Records, LLC

Correspondence
Address

DALIAH SAPER
SAPER LAW OFFICES
505 N. LASALLE ST., SUITE 350
CHICAGO, IL 60654

ds@saperlaw.com;trademark@saperlaw.com

Submission Answer

Filer's Name Daliah Saper

Filer's e-mail ds@saperlaw.com

Signature /Daliah Saper/

Date 09/13/2016

Attachments Exhibits.VVR.9.13.2016.compressed.pdf(5685628 bytes )
Answer.VVR.9.13.2016.compressed.pdf(222601 bytes )

http://estta.uspto.gov


Exhibit A	



































Reg. No. 5,033,543 

Registered Aug. 30, 2016 

Int. Cl.: 41

Service Mark

Supplemental Register 

Acme Radio, LLC (TENNESSEE LIMITED LIABILITY COMPANY)
641 Fogg Street
Nashville, TN 37203

CLASS 41: Entertainment services, namely, providing an ongoing radio program in the field
of music

FIRST USE 8-5-2014; IN COMMERCE 8-5-2014

THE MARK CONSISTS OF STANDARD CHARACTERS WITHOUT CLAIM TO ANY
PARTICULAR FONT STYLE, SIZE OR COLOR

SER. NO. 86-951,996, FILED P.R. 03-24-2016; AM. S.R. 07-11-2016
ALISON FRIEDB POLLACK, EXAMINING ATTORNEY



REQUIREMENTS TO MAINTAIN YOUR FEDERAL TRADEMARK REGISTRATION

WARNING: YOUR REGISTRATION WILL BE CANCELLED IF YOU DO NOT FILE THE

DOCUMENTS BELOW DURING THE SPECIFIED TIME PERIODS.

Requirements in the First Ten  Years*

What and When to File:

First Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) between the 5th and 6th

years after the registration date.  See 15 U.S.C. §§1058, 1141k.  If the declaration is accepted, the

registration will continue in force for the remainder of the ten-year period, calculated from the registration

date, unless cancelled by an order of the Commissioner for Trademarks or a federal court.

Second Filing Deadline:  You must file a Declaration of Use (or Excusable Nonuse) and an Application

for Renewal between the 9th and 10th years after the registration date.* See 15 U.S.C. §1059.

Requirements in Successive Ten-Year Periods*

What and When to File:

You must file a Declaration of Use (or Excusable Nonuse)  and  an  Application for Renewal
between every 9th and 10th-year period, calculated from the registration date.*

Grace Period Filings*

The above documents will be accepted as timely if filed within six months after the deadlines listed above with
the payment of an additional fee.

*ATTENTION MADRID PROTOCOL REGISTRANTS:  The holder of an international registration with an
extension of protection to the United States under the Madrid Protocol must timely file the Declarations of Use
(or Excusable Nonuse) referenced above directly with the United States Patent and Trademark Office (USPTO).
The time periods for filing are based on the U.S. registration date (not the international registration date).  The
deadlines and grace periods for the Declarations of Use (or Excusable Nonuse) are identical to those for
nationally issued registrations.  See 15 U.S.C. §§1058, 1141k.  However, owners of international registrations
do not file renewal applications at the USPTO. Instead, the holder must file a renewal of the underlying
international registration at the International Bureau of the  World Intellectual Property Organization, under
Article 7 of the Madrid Protocol, before the expiration of each ten-year term of protection, calculated from the
date of the international registration.  See 15 U.S.C. §1141j.  For more information and renewal forms for the
international registration, see http://www.wipo.int/madrid/en/.

NOTE:  Fees and requirements for maintaining registrations are subject to change.  Please check the

USPTO website for further information.  With the exception of renewal applications for registered

extensions of protection, you can file the registration maintenance documents referenced above online at h
ttp://www.uspto.gov.

NOTE:  A courtesy e-mail reminder of USPTO maintenance filing deadlines will be sent to trademark

owners/holders who authorize e-mail communication and maintain a current e-mail address with the

USPTO. To ensure that e-mail is authorized and your address is current, please use the Trademark

Electronic  Application System (TEAS) Correspondence  Address and Change of Owner  Address Forms

available at http://www.uspto.gov.

Page: 2 of 2 / RN # 5033543
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the Matter of: 
Application No. 86/175,985 for the mark :  
VINYL FOR A CAUSE & Design in Class 41  
 
HRHH IP, LLC     
        
   Opposer,    Opposition No. 91229467 
  v.      Serial No. 86715985 
 

 
VICE VERSA RECORDS, LLC    
        
   Applicant.    
 
 

APPLICANT’S ANSWER TO NOTICE OF OPPOSITION  
AND AFFIRMATIVE DEFENSES 

 
Applicant, Vice Versa Records, LLC (“Applicant”), by and through its undersigned 

counsel, for its Answer and Affirmative Defenses to the Notice of Opposition filed by HRHH IP, 

LLC and HRHH Hotel/Casino, LLC (“Opposer”), pleads and avers as follows: 

 1. Applicant is without knowledge to admit or deny the allegations contained in 

paragraph 1, and on that basis denies the same.   

 2. Applicant admits Opposer has obtained the federal registrations listed in 

paragraph 2 and admits the remaining allegations in paragraph 2.   

 3. Applicant is without knowledge to admit or deny the allegations contained in 

paragraph 3, and on that basis denies the same.   

 4.  Applicant admits the allegations contained in paragraph 4.    

 5. Applicant admits the allegations contained in paragraph 5.  

 6. Applicant denies the allegations contained in paragraph 6.   

 7. Applicant denies the allegations contained in paragraph 7. 

http://tsdr.uspto.gov/#caseNumber=86715985&caseType=SERIAL_NO&searchType=statusSearch
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 8. Applicant denies the allegations contained in paragraph 8. 

 9. Applicant denies the allegations contained in paragraphs 1 to 8.  

10. Applicant denies the allegations contained in paragraph 10 

11.  Applicant denies the allegations contained in paragraph 11 

12.  Applicant denies the allegations contained in paragraph 12 

13.  Applicant denies that Opposer will be damaged, let alone irreparably damaged, by 

the registration of U.S. Serial No. 86715985 

AFFIRMATIVE DEFENSES 

 1. The Notice of Opposition and each purported claim asserted therein is barred, in 

whole or in part, by the doctrines of estoppel, waiver and/or acquiescence.  Specifically, Opposer 

relied on and conceded to the commercial coexistence of VINYL-based marks in Class 41, as 

well as the sophistication of consumers who purchase the related services.  See Exhibit B. 

 2. Applicant affirmatively alleges that there is no likelihood of confusion as to the 

source, sponsorship, or approval of its mark because, inter alia, consumers are sufficiently able to 

distinguish between the hundreds of federally registered “VINYL” marks owned by independent 

third parties, including VINYL PRESERVATION SOCIETY (Reg. No. 3856400), VINYL 

FRONTIER (Reg. No. 3770838), VINYL LIFE (Reg. No. 3622410), VINYL ME, PLEASE 

(Reg. No. 4469615), VINYL TEMPEST (Reg. No. 4569869), VINYL + VINO (Reg. No. 

4945608) and VINYL LUNCH (Reg. No. 5033543), VINYL PINUPS (Reg. No. 4158351), 

VINYL CAFÉ (Reg. No. 3394792), VINYL SOUL (Reg. No. 4091396), VINYL FLASHBACK 

(Reg. No. 4563623) and VINYL FRIDAY (Reg. No. 4979892). See Exhibit A. In fact, VINYL 

PINUPS (Reg. No. 4158351), VINYL CAFÉ (Reg. No. 3394792), VINYL SOUL (Reg. No. 

4091396), VINYL FLASHBACK (Reg. No. 4563623) and VINYL FRIDAY (Reg. No. 
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4979892) are used in connection with services far more similar to the services offered under the 

Opposer`s registrations than Applicant`s services are to Opposer`s services. See Exhibt A. 

Applicant’s registration, therefore, will not create any new injuries nor will it increase any pre-

established injuries to Opposer’s mark. 

 3. Applicant hereby gives notice that it may rely on other defenses that may become 

available or appear during discovery, and hereby reserves it right to amend this Answer to assert 

any such defenses.  

 WHEREFORE, Applicant prays that the Trademark Trial and Appeal Board deny the 

Opposition and permit registration of Applicant’s proposed mark in Application Serial Number 

86715985 in the United States Patent and Trademark Office.   

 

       Respectful submitted,  

September 13, 2016     By: /s/ Daliah Saper  
       Daliah Saper  
       Saper Law Offices, LLC 
       505 N. LaSalle Suite 350 
       Chicago, Illinois 60654 
              (312) 527-4100 
       ds@saperlaw.com 
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CERTIFICATE OF SERVICE 

I hereby certify that the foregoing ANSWER TO NOTICE OF OPPOSITION was served on 
Counsel for Opposer via electronic mail to the email addresses below: 

 
Jill M. Pietrini 

jpietrini@sheppardmullin.com 
Benjamin O. Aigboboh 

baigboboh@sheppardmullin.com 
SHEPPARD MULLIN RICHTER & HAMPTON LLP  

1901 Avenue of the Stars, Suite 1600 
Los Angeles, California 90067-6017 

(310) 228-3700 
 
Date: September 13, 2016      By: Daliah Saper  
         Saper Law Offices, LLC 
         505 N. LaSalle Suite 350 
         Chicago, Illinois 60654 
                (312) 527-4100 
         dsaper@saperlaw.com 
 
 

 

 

 

 

 

 

 

http://sheppardmullin.com/
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